COPYRIGHTED SOFTWARE: SEPARATING THE
PROTECTED EXPRESSION FROM UNPROTECTED
IDEAS, A STARTING POINT#

J. I1ANNE Brinson*

Copyright protects only an author’s expression of ideas, not the ideas themselves.
Now that it is clear that copyright protects computer programs, courts must do for
computer programs what courts have found dilficult to do for literary and artistic works
- separale ideas from expression. This articte offers (wo principles or suggestions for
beginning the process ol separating a computer program's unprotected ideas from its
protected expression: (1) do not confuse protecied expression with program code; and
(2) do not confuse a program’s unprotected ideas with its function,

I. INTRODUCTION

If we want a computer Lo solve a particular problem, we must give Lhe computer a
"recipe” that spells out the exact steps which the computer must execie o reach that
problemw’s solution.! The recipe must be written so precisely that the computer can follow
the instructions, and it must be written in a form of nowation (code) that the computer
can mechanically comprehend.? The recipe that instructs the computer is called a pro-
gram.? Programs commuonly are referred to as “computer software.™

A computer can do only what it is instructed 1o do. A person must write the program
that instructs the computer, In the United States, authors of computer programs may
claim copyright protection for their works? The exclusive rights of copyright give the
creator of a computer program valuable protection against unauthorized copying and
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+“Software”, in its broadest sense, includes everything in a computer system that is not “hard-
ware," the physical components of the computer that actually perform operations. This broader
definition of sofiware includes, in additon 1o programs, such related material as documentation,
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usc of the work.® Copyright protection extends, however, only to the author’s “expres-
sion” of ideas, and not to the underlying ideas used by that author. Ideas are open to
everyone, and others are free to study a copyrighied work and take its ideas.”

Now that it is clear that software is protected by copyright, software producers are
bringing copyright infringement suits to stop the unauthorized sale of alleged clones of
their copyrighted programs. The defendant’s position in such a case is likely to be that
the defendant ook merely unprotected ideas from the plaintiff’s work.® Such’a defense
requires the court to separate a program's protected expression from its unprotected
ideas. In literature and drama, the more traditional areas of copyright, courts have, for
years, had trouble separating expression from ideas.? Courts now must distinguish
between ideas and expression for computer programs, works written in technical code
language {or the purpose of instructing computers. The dividing line between idea and
expression, elusive in literature, cannot easily be drawn for programs. As one federal
district court judge noted recently, “computer programming . . . [is] not readily compre-
hended by the uninitated, The challenge of counsel to make comprehensible for the
court the esoterica of bytes and modules is daunting.™?

The purpose of this article is to suggest a starting point for separating a program’s
ideas from its expression. This starting point consists of two principles. First, do not
confuse protected expression witli the program code. A program’s protected expression
is not limited to the literal code of the program. Second, do not confuse a program’s
unprotected ideas with its function, A program, whatever its function, contains many
unprotected ideas.

These two principles, drawn from non-software copyright cases, discussed in Pant
I1 of this article, and from program design concepts, discussed in Part 111 of this article,
are the focus of Part IV of this article. The Third Circuit's recent decision in Whelan
Assuciales v. Jaslow Dental Laboratory, Inc.," one of the cases discussed in Part 1V, recognizes
the first principle but not the second principle. Part V hypothesizes that if courts

% Software is easily duplicmed within the computer in a process that resembles the audio taping
of a record. Piracy here and abroad is a major problem for the U.S. software industry. See Orrice
oF COMPUTERS AND Business EQuipMENT, US. DEPARTMENT 0F COMMERCE, A COMPETTIIVE ASSESS-
MENT oF THE U.S. SOFTwARE INDUSTRY 51-52 (1984) [hereinafier Report]. With the appearance of
the microcomputer and personal computers in the late 1970s. the soltware market increased
dramatically, The distribition of mass-marketed programs for such microcomputers as the IBM
PC has become a multibitlion dollar industry. Note, Copyright Protection of Computer Software, 5
CoMPUTER Law J. 413, 416 0,10 (1985).

7 The distinction between the protected expression and the unprotected ideas originated in
Baker v. Selden, 101 U.S. 99 (1879). The presemt version of the federal copyright statute codifies
the ideafexpression dichotomy, stating in part that “in no case does copyright protection . ., extend
o any idea .. .." 17 U.S.C. § 102(b) {1982). See generally 3 M. Nimmer, Nivser oN CopyrIGHT
§ 14.03|A] (1987); infra notes 52-63 and acconpanying text.

& E.g., Whelan Assocs, v, Jaslow Dental Laboratory, Inc., 797 F2d 1222 (3d Cir. 1986), cert.
denied, 107 8. Cv. 877 (1987). Sce infra Section [V for other cases analyzing this defense.

# 8Sec infra Scction 11 1,

10 Q-Co Indus. v. Hofiman, 625 F. Supp. 608, 610 (S.D.N.Y. 1985).

11797 F.2d 1222 (3d Cir. 1986), cert. demied, 107 S. Ct. 877 (1487).

Whelan is the subject of a special forum issue of the fournal of Law and Technalogy, That issue
contains four commentaries on Whelan: Ladd & Joseph, Expanding Computer Software Protection by
Limiting the Idea. 2 ).L. & Tecn. 25 (1987); Goldhammer, Computer Programs and Technological
Tunovation: Testing the Copyright Law, 2 J.L. & Trci. 17 (1987); Kavam, Countervailing Constderations,
2 )L & Teen. 25 (1987); and Wessel, Substantial Similarity, 2 |.L. & Tecn. 35 (1987).
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perpetuate the Whelun court’s error of extending copyright protection beyond program
code, without recognizing that a program contains many unprotected ideas, the result
will be that courts will over-protect carly developers of software at the expense of later
developers. Finally, after discussing the potential impact of the Whelan error, Part V of
this article proposes that courts avoid the overprotection problem by recognizing this
arlicle’s second principle that there are many unprotected ideas subsumed in a computer
program’s function and by using copyright’'s traditional “levels ol abstraction” analysis.

[I. Tne Law oF CoPYRIGHT

A. Copyrightabifity

Copyright law in this country is governed by a federal swatute, the Copyright Act of
1976.1* Copyright protection arises automatically when an author fixes an original work
in any tangible medium of expression,” Under the statute the owner of a copyright may
register his or her copyright claim with the Copyright Office, but no registration is
required to create the rights of copyright.'* Registration is, however, a prerequisite to
initiating an action for copyright infringement.

Although copyright protects only original works, an author ieets the originality
requirement by simply creating the work, Originality requires neither novelty nor
uniqueness.'® To be original, a work need only be created independently by the author

12 Pub, L. No. Y4-553, 90 Stat. 2541 (1976) (codified at 17 U.S.C. §§ 101-810 (1982)). Article
1 ol the U.S. Constitution gives Congress the authority 1o enact laws to protect the rights of authors
and inventors, U.S, Const. art, 1, § 8, cL.8. Congress enacted the first federal copyright statute in
1790, Act of May 31, 1790, [3th Cong., 2d Sess., 1 Stat. 124 {1790}, This early statute was a
forerunner of the present copyright statute, which is cited above in this lootnote. The federal
statute preempts any state attempts at legislating in the copyright area.

817 US.CL 8 102() (1982).

4 1d. §8 102(a), 408, Sections 408-412 of the copyright statute describe the registration pro-
cedures. Brictly, one registers a copyright claim by sending an application 10 the Copyright Office
together with two copics of the work and a ten dollar filing fee. /d. §§ 408, 409, 708,

Uid. §§ 411, 501{b). Early registration offers a procedural benefi In judicial proceedings a
certificate of registration made within five years of the first publication of the work is prima facie
evidence of the copyright's validity. fd, § 410(c). The copyright statute delines “publication” as “the
distribution of copies ... of & work to the public by sale or other transfer of ownership, or by
rental, lease, or lending.” Id. § 101, Also, statutory damages or attorney's {ees are not available for
(1) infringement of copyrighe in an unpublished work before the registration daie; or (2) for
infringemeint begun between the first publication date and the registration date, if fegisiration is
fot filed within three months of the first publication. fd. § 412, Sections 504 and 505 of the copyright
statute cover dimages and atioriey’s fees. See id. §§ 504, H05.

T'he copyright statute requires that a notice ol copyright be placed on all publicly distributed
copics of a work clalimed to be protected by copyright in order w give reasonable notice of tha
claim, Id. § 401. There are some exceptions o that rule. The omission of notice does not invalidate
a copyright if' the notice was omitted {rom only a relatively small munber of copies. Jd. § 4056(a)(1).
Additionally, the omission of notice from a large number of publicly distributed copies does not
invalidate the copyright if the copyright is registeved within five years of the "no-notice™ publicaion
aned a reasonable effort s made 10 add nutice to all copies that were distributed in the United
States. fd. § 405¢a)(2).

U Alfred Bell & Co, v, Catalda Fine Arts, 191 F.2d 94, 102-03 (2d Cir. 1951). The Copyright
Office does not substantively examine a work for originality efore registering i, Midway Mig. Co.
v. Bundai-America, Ine., 546 F. Supp. 125, 143—44 {D.N.]. 1982).

Uniqueness is a prerequisite for pmemability. To qualify for a paent a product or process must
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rather than copied from some other work. The work must owe its origin to the author
claiming copyright rights."? Accordingly, the statute requires that the work demonstrate
only minimal crewtivity. No artistic merit is required.

The copyright statune confers on the copyright owner five exclusive rights over the
copyrighted work.'” The three rights that apply 10 sofiware are the right 10 reproduce
or copy the work; the right to distribute copies of the work to the public by sale, rental,
lease, or loan; and the right to prepare derivative works based on the copyrighted work.®
These exclusive rights are really product control rights; without them, an author would
have no recourse against use and exploitation ol his or her work by others.2 One who
violates any of the copyright owner's exclusive rights is an “infringer,”** who is liable 1o
the copyright owner for damages and profits stemming from the infringement.?® The
federal district courts have exclusive original subject matter jurisdiction over copyright

be new, useful. and non-obvious to one with ordinary skill in the relevant discipline. 35 U.S.C.
§§ 101-03 (1982).

1" Alfred Bell, 191 F.2d at 102,

% See Bleistein v, Donaldson Lithographing Co., 188 U.S. 239, 251 (1903). See generally 1 M.
NIMMER, supra note 5, §§ 2.01[B], 2.08(B].

P17 US.Co % 106 (1982). The “owner” is normally the author, but the author may wansler all
or part of the copyright and any of the exclusive rights. Id. §§ 201(a), (d). The rights in most works
created “on the job” are held by the creator’s employer, for in the case of a “work made for hire”
the employer is deemed the author unless the actual creator and the employer have expressly
agreed otherwise in a signed written document. Id. § 201(h). Section 101 of the copyright act defines
“work for hire.” See id. § 101.

¥ Hd. § 106, The other two rights are the public performance right and the public display right.
1d. The statute defines a “derivative work™ as “a work based upon one or more pre-existing works,
such as a translation . . . abridgment, condensation, [or some other transformed presentation].” /d.
§ 101. A derivative work is copyrightable separately from the base work if it meets the minimal
“originality” requirement for copyright. Su long as the new work comains any distinguishable
variation Irom the base work it will have sufficient originality to support a separate copyright. 1 M.
NIMMER, supra note 5, § 301, The derivative work’s copyright covers only the materiad added 10
the underlying work to create the derivative work. 17 U.S.C. § 108(b) (1982).

2 See 17 U.S.C. § 301 (1982) and 35 U.S.C. § 628] (1982). Copyright, patent, and trademark
law sometimes are referred to as “intcllectual property” iaw. E.g., EPSTEIN, MODERN INTELLECTUAL
ProverTY (1986); KINTER & LalR, AN INTELLECTUAL Prorerry PriMer (1975), This body of law
etiables the creator of some produet of mental effort 1 exercise ownership control rights somewhat
simtilar o vights given by law to the owner of a piece of real or personal property.

%17 US.C. §501¢a) (1982). The copyright owner’s exclusive rights are not absetute, Those
rights are subject to “fair use” by others, which can be loosely characterized as reasonable limited
use of the work, for purposes such as scholarship or literary criticism. The fair use doctrine was
first developed by the courts but is now codified. See id. § 107. Section 107 sets out four factors for
courts to consider in determining whether an unauthorized use is “fair use”. Id. See generally Note,
Toward a Unified Theory Of Copryright Infringement For an Advanced Technological Era, 96 Harv. L. REv.
450 (1982). Sections 108-18 of the Copyright Act add further details concerning particular uses of
certain types of copyrighted works by non-owners. See 17 U.8.C. §§ 108-18 (1982). Recently, the
Court of Appeals for the Eleventh Circuit considered the limits of “fair use” in Pacific and Southern
Co. v. Duncan, 744 F.2d 1490, 1494-95 (11th Cir. 1984), cert. denied, 471 U.S. 1004 (1985).

The “first sale™ doctrine places a further limitation on the copyright owner's control rights. See
17 U.S.C. § 109 (1982). Under the “first sale” doctrine the owner of a copy of a copyrighted work
has the right to sell or dispose of that copy without the permission of the copyright owner. fd.
Ownership of the copyright is distinet from ownership of the material object (book, diskette, etc.)
in which the work is embodied. /d. § 202.

2 Id. §§ 504, 505.
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infringement actions?' and may grant temporary and final injunctions to prevem or
restrain acts ol infringement.?® Such injunctions are vperative throughout the United
States.2

B. Copyrightability of Computer Programs

The Copyright Office began registering copyrights for computer programs in
1964.27 The legislative history of the 1976 Copyright Act indicates that Congress intended
for the revised copyright statute o protect computer programs. The House Commiuee
Report stated that copyrightable literary works® “include computer data bases, and
computer programs to the extent that they incorporate authorship in the programmer’s
expression of original ideas, as distinguished from the ideas themselves.”® Congress
resolved any remaining doubts as to copyrightability of computer programs in December,
1980, by enacting the Computer Software Copyright Act of 1980, an amendment to the
copyright statute.® The Computer Software Copyright Act, according 1o its legislative
history, clearly applied the 1976 copyright law 1o computer programs.3t The 1980 Act
added a definition of “computer program” to the definitions section of the copyright

=28 U.S.C. § 1338 (1982).

2 17 U.S.C. § 502(a) {1982).

2 Id. § B02(D).

2 One connmentator has written that the Copyright Office had both statatory doubt and
constitutional doubl concerning the copyrightability of computer programs. However, the Copyright
Oflice began permitting registration of’ programs, leaving a determination of copyrightability to the
courts. Samuelson, CONTU Reuvisited: The Case Against Copyright Protection for Computer Programs in
Machine-readable Form, 1984 Duke L, ]. 663, 692 1,109. The “statatory doubt” was whether machine-
readable versions of programs could be “copies” within the meaning of that term as it was used in
the 1909 copyright statate, the immediae predecessor to the present statute. Id. at 692 n.109. In
White-Smith Music Publishing Co. v. Apollo Co., the Supreme Court held that copyright protection
extended onty to “copics™ which were perceptible to humans. 200 U.S. 1, 17 (1908). The doubt on
the constitational level was whether machine-readable programs could be considered an author’s
writings, Samuelson, supre, at 692 n 109 'l‘he-cnabling clause in the Constitution authorizes Con-
gress to enact legislation giving authors rights to their writings. U.8. Const. art. 1, § 8, ¢1.8. In Data
Cash Systems, Inc. v. IS & A Graup, Inc, 480 F. Supp. 1063, 1069 (N.1. I1l. 1979), aff 'd on other
grounds, 628 F.2d 1038 (7th Cir. 1980), decided under the 1909 statute, the court concluded, based
on White-Smith, that a program in its object code phase in the form of a ROM installed in a computer’s
circuitry was a machine part rather than a copy of the source code program, See nfra part [11 A
lfor a discussion of these technical terms. See’ Note, Computer Copyright Law: An Emerging Form of
Protection Far Object Code Software After Apple v, Franklin, 5 Computer Law J. 253, 243-46 (1U84).
The current statute avoids the White-Smith problem, for it provides for copyright protection for
“original works ol authorship fixed in any tangible medium ol expression, now known or later
developed, from which they can be perceived, reproduced, or otherwise communicated, either directly
or with the atd of a machine or device, 17 U.S.C. § 102(a) (1982) {(cmphasis added).

217 US.C. § 102¢)1) (1982).

# |.R, Rep. No, 1476, 94th Cong,, 2d. Sess, 51, 54 (1976) reprinted at 1976 U.S. Cove Conc.
& ADMIN, News 5659, 5667 [hercinafter H.R. Ree. No. 1476], The Senate Report on the 1976 Act
was somewhat ambiguous on the question of whether computer programs were “literary works”,
Sce 1 M. NiMmeg, supra note 5, § 2.04[C], at 2-43 & n.2], For more on the attention given Lo
copyrightability of prograuns in drafting the 1976 Act, see Keplinger, supra nowe 4.

3 Act of December 12, 1980, Pub. L. No. 96-517, § 10, 94 St 3015, 3028-29.

3 H.R. Rep. No. 1307, 96th Cong., 2d. Sess., reprinted at 1980 U.S, Copk Conc. & ADMIN.
Nuws 6460, 6486 [hereinalter FLLR. Rer. No. 1307]; see also | M. NIMMER, supra note b, § 2.04[C],
at 2-44,
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statute.* Furthermore, the revised copyright stalute now makes it clear, by implication,
that unauthorized reproductions and adaptations of computer programs are infringing
acts unless the reproduction or adaptation falls within the scope of the statute’s express
grant of the right 10 make copies and adaptations of copyrighted programs for specified
purposes,3’

For the last several years, courts have routinely held that computer programs are
copyrightable “works of authorship.”™ In the software infringement cases decided to
date, courts have granted relief for infringement of the exclusive copying, distribution,
and derivative works rights.* The Copyright Office now routinely registers co'pyrights
for software, and sofiware developers routinely file applications to register programs.’

2 17 U.S.C. § 101 (1982). Section 101 now provides, in part, that 3 compu(cr program is a set
of statements or instructions 1o be used direaly or indirectly in & computer in order to bring about
a certain result.” Id.

¥ id. § 117. The owner of a copy of a program may copy the program for archival purposes
and when necessary for use of the program in the computer. /d.

These 1980 amendments were recommenced by the Cotnmission on New Technological Uses
of Copyrighted Works (CONTU). FLR. Rep. No. 1307, supra note 31, at 6482. Congress created
CONTU in 1974 to study copyright problems raised by growth of the computer industry. Act of
Dec. 31, 1974, Pub. L. No. 93-573, §§ 201-08, 88 Stat. 1873, 1873-75. CONTU recommended that
Congress amend the 1976 copyright act “to make it explicit thit computer programs, to the extent
they embody an author's original creation, are proper subject matter of copyright.” Narionai
Commisston oN NEw TecHnoLocicat Uses o COPYRIGHTED WORKS, FINAL REPORT, (July 31, 1978)
[hereinafier CONTU Reporr]. CONTU Commissioner John Hersey argued against extending
copyright protection to programs. fd. at 69. For a detailed discussion of CONTU’s work, see
Keplinger, supra note 4; Samuelson, supra note 27.

* See, e.g., Whelan Assocs. v. Jaslow Dental Laboratory, Inc., 797 F.2d 1222 (3d Cir. 1986), cert.
dented, 107 8. Ci. 877 (1987); Apple Computer, Inc., v. Franklin Computer Corp., 714 F.2d 1240
(3d Cir. 1983); Williams Elecs., Inc. v. Artic Int'l.,, Inc., 685 F.2d 870 (3d Cir. 1982).

3 See, eg., Whelan, 797 F.2d a1 1248 (copying and distribution); SAS Institute, Inc. v. § & H
Computer Sys., Inc., 605 F. Supp. 816 (M.D. Tenn. 1985) (derivative work).

¥ Programs are registered as “literary works.” 17 L1.5.C. § 102(a)(1) (1982). Some authors also
have sought 1o register screen displays as “audiovisual works.” At the moment the Copyright Office’s
position is that the audiovisual registration is superfluous. That viewpaint recently was called into
question by Digital Comnunications Assocs. v. Softklone Distrib. Corp., 659 F. Supp. 449 (N.I3. Ga.
1987), where the court held that the copyright on a computer program does not extend to screen
display. /d. av 456. Contra M. Kramer Mfg. Co. v. Andrews, 783 F.2d 421, 422 (41th Cir. 1986), cert.
denied, 107 S. Cr. 77 (1987) (copyright on the visual display protects the underlying program that
produces the screen display).

In September, 1987, the Copyright Office held a hearing on the question of whether it should
allow separate registration of screen displays. Mace, Apple Urges Separate Copyright Registration of
Sereen Displays, INFoworLD 101 (Sept. 14, 1987). In June of 1988, the Copyright Office issued a
registration decision stating that, in its view, all copyrightable expression embodied in a program,
including screen displays, is a single work and should be regisiered on a single application form.
Notice of Registration Decision: Registration and Deposit of Computer Screen Displays, 53 Fed.
Reg. 21817 (1988) (37 CFR Pr. 202). Audiovisual copyrights are available for videogames, which
are operated by computer programs.

The writing on the subject of wpyr:ghl plolecuun for software has mushroomed in the past
few years. On the practical level, see, eg., T. SMEDINGHOFF, THE LEcaL GUIDE To DEVELOPING,
PROTECTING, AND MARKETING SOFTWARE (1986). On the scholarly level, see Conley & Bryan, A
Unifying Theory For the Litigation of Computer Software Copyright Cases, 63 N.C.L. Rev. 563 (1985);
Karjala, Copyright, Compnster Software, and The New Protectionism, 28 JuriMETRICs 33 (1987); Keplinger,
supra note 4; Menell, Tailoring Legal Protection for Computer Software, 39 Stan. L. Rev. 1329 (1987);
Nimmer & Krauthaus, Copyright and Software Technology Infringement: Defining Third Party Develgpment
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Many sofiware distributors also attempt to use siate trade secrets laws to protect software
from piracy.* Patent protection is also available for software that meets the stringent
requirements for a patent grant.®

C. An Infringement Case

In a copyright infringement action the plaintiff makes out his or her prima facie
case by showing that the plaintitf owns a valid copyright; and that the defendant “copied”
the work protected by the plaintiff’s copyright.®® A plaintiff's copyright is valid if the
work claimed to be protected is an original work of authorship and is appropriate
copyright subject matter® As to the “copying” element, the plaintiff rarely can obtain
direct evidence that the defendant copied the work. ! Rather, the plaintlt generally puts
in circumstamial evidence of the defendant’s copying. This circumstantial evidence
consists of two elements. First, the plaintiff shows that the defendant had access to the
infringed work.” To date plaintiffs in sofiware copyright cases have been able to prove

Righes, 62 Inn. L.]. 13 (1986); Samuelson, supra note 27; Note, supra note 4; and Note, supra note
27. The University of Pittsburgh Law Review devoled an entire issuc to the future of sofiware
protection (Vol. 47, No. 4). That issue includes Davidson, Common Law, Uncommon Software, 47 U,
Prer. Lo Rev. 1037 (1986) und Goldstein, Infringement of Copyright in Computer Programs, 47 U, Prrr.
L. Rev. 1119 (1986).

* Many writers have noted that state law trade seeret protection may be used w supplement
copyright protection on software. See, e.g., T. SMEDINGHOFE, supra note 36; Conley & Bryan, supra
note 36; Gilburne & Johnston, Trade Secret Protection for Software Generally and in the Mass Market, 3
Compurer L. ). 211 (1982); Yoches, Protection of Computer Software by Patents, T'rade Secrets, and
Trademarks, 22 "Torr ann INsur. L.]. 354 (1987); Note, supra note 6; Note, supra note 4.

For an nverview of international protection for sofiware, see Nimumer & Kramhaus, Classification
of Computer Software For Legal Protection: Iternational Perspectives, 21 In't, L. 733 (1987).

% Patent. protection is available only for non-obvious works. 85 U.S.C. § 103 (1982). One
commentator has stated that very few programs could meet the non-cvhviousness requirement. See
LD, Benpegr, Comrurer Law § 3A.02 (1984), Another writer, however, considers patent protection
of suftware o be of growing importance, Davidson, Protecting Computer Software: A Comprehensive
Analysis, 1983 Ariz. §1. L), 611, 648, See Dann v. Johnston, 425 U.8, 219, 229 (1976) (program
not patentable because it was obvious). Furthermore, a patent will be denied il it is dewermined that
what is offered a5 a patentable process is really an unpatentable mathematical algorithm, See
Gottschalk v Benson, 409 ULS, 63 (1972). See generally Davidson, supra, al 634=51,

W See generally 3 M. NtMMER, supra note 5, § 13.01,

W7 US.C 88 102-03 (1982), A copyright registeation certificate issued within five years of
the first “publication” of the work is prima facie evidence of the copyright's validity. Id, § 410(c).
Once the plaintiff establishes prima facie proof of validity through the registration certificate, the
burden of persuasion as to the invalidity of the copyright is on the defendant. 3 M. NiMMER, supra
note 5, § 12,11,

To prove ownership, a plaintiff who authored the work in issue need only prove authorship.
IF, however, the plaintiff acquired the copyright by tansfer or assignment, and is not the party to
whom the copyright was regisiered, the plaintiff must prove chain of title. If the non-author plaintff
took an assignment of the copyright from the original owner and then registered the copyright in
his or her own name, the certificate of registration is prima facie evidence of the ownership. See 3
M. NIMMER, supre note 5, § 12.11.

4 Delendants may, however, admit to copying the work, obviating the need 10 prove copying.
See, e.g., Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1245 (3d Cir. 1983)
(defendant admitted copying the work, but raised various defenses, including absolute non-copy-
rightability of sofiware).

2 5ee, e.g,, Whelan Assocs. v, Jaslow Dental Laboratory, Inc., 797 F.2d 1222, 1232 (3d Cir.
1986), cert. denied, 107 S, Ct. 877 (1987). See generally 3 M. NIMMER, supra note 5, § 12.11[D]. If the
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the defendant’s access to the work.#® Second, the plaintff shows that the defendant’s
work is “substantially similar” to the allegedly infringed work.+

The well-known copyright treatise by Nimmer notes that determining what consti-
tutes substantial similarity, and thus infringes a copyright, is “one of the most difficult
questions in copyright law, and one that is the least susceptible of helpful generaliza-
tion.,”* Al one extreme, two works need not be literally identical 1w be substantially
similar for purposes of copyright infringement.*® Thus, a defendant cannot escape a
finding of substantial similarity by paraphrasing rather than repeating the plaintiff’s
work.*” At the other extreme, if the only similarity between the plaintiff’s and defendant’s
work is the use of the same abstract ideas, substantial similarity is lacking,* for copyright
does not prohibit persons from borrowing abstract ideas contained in a copyrighted
work.* For a court to find infringement, the defendants must have copied not just the
plaintiff’s ideas, but the plaintiff’s expression of the ideas5 Accordingly, the substantial
similarity that constitutes copyright infringement must be expression-level similarity, not
merely idea-level similarity.*!

plaintiff’ cannot prove access by direct evidence, he or she may instead show that the similarity
between the defendant’s work and the allegedly infringed work is so striking that the court may
infer access. Arnstein v, Porter, 154 F.2d 464, 468 (2d Cir, 1946).

3 See, e.g., Whelan, 797 F.2d au 1232 (the defendamt had used and marketed the plaintff’s
program}); Digital Communications Assocs. v. Softklone Distrib. Co., 659 F. Supp. 449, 464-65
(N.D. Ga. 1987) (the defendants acknowledged access to the plaintiff”s mass-marketed program).

“ Whelan, 797 ¥.2d at 1232, Proof of access plus substantial similarity permits but does not
require a finding of copying. The trier of fact may believe that the defendant independently created
the work without copying the plaintiff's copyrighted work. 3 M. NIMMER, supra note 5, § 12.11[D],
at 12-83. An independently created work that is identical w0 a pre-existing work does not violate
the copyright on the carlier work. Sheldon v. Metro-Goldwyn Piciures Corp., 81 F.2d 49, 54 (2d
Cir.), cert. denied, 298 U.S, 669 (1936).

Patent, unlike copyright, does protect against independently created duplication, Alfred Bell
& Co. v. Catalda Fine Arts, Inc., 191 F.2d 99, 103 (2d Cir. 1951).

3 M. NiMMER, supra note 5, § 13.03, at 13-20. In the most recent of the sofiware copyright
cases, the defendant has denied that the defendant’s work is substantially similar 1o the plaintift’s.
See infra Part IV,

3 M. NIMMER, supra note 5, at § 13.03, at 13-20 & n.4; see, e.g., Sid & Marty Krofft Television
Prod., Inc. v. McDonald’s Corp., 562 F.2d 1157 (9th Cir. 1977) (defendants’ television commercials
infringed the copyright on plaintiff’s television show for children).

73 M. NiMMER, supra note 5, § 13.03, at 13-20.1, 13-20.2, & n.8.

@ 1§ 19.08[A], at 18-21.

17 U.S.C. § 102(b) (1982} {codification of earlier case law establishing the principle of the
non-protectability of ideas).

"3 M., NIMMER, supre note 5, § 13.03[A], at 13-21. The topic of proving substantial similarity
in software copyriglu cases has been the focus of three recent law review articles. See Conley &
Bryan, supra note 36; Comment, Copyright Infringement of Computer Programs: A Modification of the
Substantial Similarity Test, 68 MiNn. L. REv. 1264 (1984); Note, supra note 4.

% One may ask the two relevant questions in either order: (1) Is the defendant’s work as a
whole substantially similar to the plainiff’s work? 1f yes, is the similarity more than idea-level
similarity? or (2) Does any expression contained in the plainuiff’s work appear in the defendant’s
work? 1f yes, was suflicient expression taken so that the defendant’s work is substantially similar to
the plaintiff’s, justifying a finding of infringement? Whatever the order of the questions, the court
ultimately must separate expression from idea. See infra part 11 D.

The authors Conley and Bryan contend that liability in a software copyright case should not
depend on a showing of substantial similarity between the plaintiff’s and defendant’s works. Rather,
they argue that the focus in software copyright litigation should be the defendant’s conduct. Conley
& Bryan, supra note 36, at 608-13.
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D. Separating Ideas from Expression: The General Framework of the Analysis of the Dichotomy

Copyright does not protect the copyright owner from having others take the ideas
used in the copyrighted work.*2 This "axiom of copyright law”™* has long been recognized
by the courts* and now is stated expressly in the copyright statule.* The rationale
undcrlying this axiom is the policy underlying copyright grants: The purpose of copy-
right is to promote learning and progress in intellectual pursuits by encouraging authors
to make their works available o the public.*® Copyright protection for abstract ideas
would undermine that goal by permitting one author to withdraw ideas from the pool
of materials available to other authors? Copyright thus must balance two. interests:
protecting authors’ efforts and keeping ideas available for others to use.s

The 187% cuse of HBaker v. Selden™ laid the foundation for the idea/expression
dichotomy. In Baker, the plaintiff sought protection for bookkeeping forms comained in
a book that explained a novel method of bookkeeping.® The Supreme Court held in
Baker that the copyright on a book does not give the copyright holder “an exclusive
property in the art described therein.™' Furthermore, the Court ruled, where use of
the idea necessarily requires copying of the work itself, that copying is not infringement.t
Accordingly, an author may not use the copyright laws to obtain a monopoly on a system
or method. In the 1954 case of Mazer v. Stein, the Supreme Court itnerpreted Baker to
hold that copying an idea without copying the expression does not constitute infringe-
ment. .

Because copyright does not protect against the waking of ideas, the “substantial
similarity” that serves as indirect preof of copying must be expression-level similarity,
not merely idea-level sinilarity.* Over the years, many courts have noted that separating

52 17 U.S.C. § L02(h) (1982},

# Many cases refer to this principle as an axiom of copyright law. See, e.g., Sid & Mary Krofft
Television Prods., Inc. v. McDonald's Corp., 562 F.2d 1157, 1163 (91h Cir. 1977). See generally 3 M.
NIMMER, supra note 5, § 13,03,

4 See, e.g., Sheldon v, Metro-Goldwyn Pictures Corp., 81 F.2d 44, 54 {2d Cir.), cert. denied, 298
U.S. 664 (1936) (others may copy the theme or idea of a work, but not its expression); Nichols v.
Universal Pictures Corp., 45 F.2d 119, 121 (2d Cir. 1930).

%17 US.C. § 102(b) {1982). The legislative history indicates that coditication of the idea/
expression dichotomy “in no way enlarges or contracts the scape of copyright protection under the
present law. Its purpose is 10 restate, in the context of the new single Federal system of copyright,
that the basic dichotomy between expression and idea remains unchanged.” H.Rep. No. 1476, supra
note 249, a b670.

™ See Chafee, Keflections on the Law of Copyright: I, 45 CoLum. L. Rev. 503, 504—15 (1945).

% Use of the unprotected ideus sometimes erroneously has been called “fair use”. See, e.g.,
Sheldon, 81 F.2d at 54, See supra note 22 for a discussion of the “term of art” meaning of "fair use.”

5 8id & Marty Kroift Television Productions, lnc. v. McDonald's Corp., 562 F.2d 1157, 1163
(%th Cir. 1977).

101 U.S, 99 (1879).

W fd. at 100,

8t fel at 102,

“Id. at 103, See | M. NiMuER, supre note 5, § 2.18 for a discussion of other interpretations of
Baker (blank forms are not copyrightable; copying for use is not infringement).

847 US. 201, 217 (1954). For a modern-day case similar 1o Baker, see Universal Athletic
Sales Co. v. Salkeld, 511 F.2d 904 (3d Cir. 1975), where the court denied copyright protection (or
the exercises shown in plaintif1”s work.

# 8id & Marty Krofft Television Productions, Inc. v. McDonald's Corp., 562 F.2d 1157, 1164
{9th Cir. 1977).
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a work’s ideas from ils protecied expression is difficult.® Of course, if the copyright
defendant literally duplicates the copyrighted work — as for example, a word-for-word
appropriation of an entire song or poem — the defendant clearly has taken the author’s
expression.® A defendant may take protected expression, however, without engaging in
word-for-word copying. A playwright may pirate an earlier play’s dramatic meaning, for
example, and violate its copyright, without copying the dialogue itself.5” Neither product
duplication nor near-identity is necessary to establish infringement.5® The defendant’s
work will have expression-level similarity with the plaintiff’s if the “Lotal concept and
feel” of the two works is the same.®®

Infringement is not confined to exact repetition of the copyrighted work in its
original form, but also includes other modes of adapiation, imitation, transfer or repro-
duction, in which the defendant may have altered the copyrighted work to disguise the
piracy.” A defendant may not escape liability by showing that the new work is in a
different medium from the copyrighted work,™ for the copyright rights apply whatever
the medium.? Adding new material to that taken does not create immunity,” nor does
changing details.™

Although some courts have stated rules or generalizations concerning the separation
of ideas from expression,”™ courts more often recognize that separating elements of the

45 See, e.g., Herbert Rosenthal Jewelry v. Kalpakian, 446 F.2d 738, 742 (Uth Cir. 1971) {quoting
Peter Pan Fabrics, Inc. v. Martin Weiner Corp., 274 F.2d 487, 489 (2d Cir. 1960) ("no principle can
be stated as to when an imitator has gone beyond copying the ‘idea’, and has borrowed its ‘expres-
sion™)).

# Literal similarity — virtual word-for- word taking — is always a similarity as to the expression.
3 M. NIMMER, supra note 3, § 15.03[A], at 13-35.

¢ Sheldon v. Metro-Goldwyn Pictures Corp., 81 F.2d 49, 55 (2d Cir. 1936) (“A play may be
pirated without using the dialogue,” For “speech is only a small part of a dramatist’s means of
expression.”). See infra, Part TV, for a discussion of this principle’s application to software.

8 Sid & Marty Krofft, 562 F.2d at 1167.

8 See id. See generally 3 M. NimMMmeR, supra note 5, § 13.03[A], au 13-30 & n.36.

* Universal Pictures Co,, Inc. v, Harold Lloyd Corp., 162 F.2d 354, 360 (Yth Cir, 1947).

" See, e.g., Twentieth Century-Fox Film Corp. v. MCA, Inc., 715 F.2d 1327, 1328, 1329 n4
{(9th Cir. 1983) (the copyrighted works were @ book and motion picture, whereas the defendant
produced a motion picture and a television show); Midway Mfg. Co. v. Bandai-America, Inc., 546
F. Supp. 125, 139, 147 n.22 (D.N.]. 1982) (copyrighted work was an arcade-size videogaine, whereas
defendant’s game was hand-size).

2 See generally 2 M. NIMMER, supra note 5, § 8.01[B] (1987). In such cases the defendant’s work
may be a derivative work based on the copyrighted work rather than a copy of that work. Although
a copyright owner has the exclusive right to make derivative works, giving too expansive a definition
to the concept of “derivative works” will create a conflict with the axiom that ideas are not protected.
Conley & Bryun, supra note 36, at 572-73,

™ Sheldon v. Metro-Goldwyn Pictures Corp., 8t F.2d 49, 56 (2d Cir. 1936) (“No plagiarist can
excuse the wrong by showing how much of his work he did not pirate.”). The defendants in Sheldon
maintained that much of their movie owed nothing to the plaintiff's copyrighted play. /d. Judge
Hand agreed, but, nonetheless, found infringement. Id. See generally 1 M. NIMMER, supra note 5,
§ 3.03,

™ For a modern-day application of this principle, sec the recent videogame case Atari, Inc. v.
North Am. Philips Consumer Elecs. Corp., 672 F.2d 607, 619 (7th Cir.), cert. denied, 459 U.S. 880
{1982).

™ E.g., Shipman v. R.K.Q. Radio Pictures, Inc., 100 F.2d 533, 537 (2d Cir. 1938} (play's theme
is an unprotected idea); see, e.g., Reyher v, Childrens® Television Workshop, 533 F.2d 87, 91 (2d
Cir. 1976) (“infringement lies not in taking a general theme but in waking its particular expression
through similirities of treatment, details, scenes, events and characterization™); Dymow v. Bolton,
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plaintif’s work into protected expression and unprotected idea must be undertaken “ad
hoc."7® Many courts, after identifying the comnion elementy in the plaintift’s and defen-
dant's works, draw upon guidance offered by Judge Learned Hand, Professor Zacchariah
Chafee, or Professor Nimmer.” These three schblars have suggested ways to characterize
the common elements in copyrighted works. In the 1930 case of Nichols v. Universal
Pigtures Corp., Judge Hand formulated his “abstractions test,” which provides a frame-
work for examining the plaintiff’s work:

Upon any work, and especially upon a play, a great number of patterns of
increasing generality will fit equally well, as more and more of the incident
is left out. The last may perhaps be no more than the most general statement
of what the play is about, and at times might consist only of its title; but
there is a point in these series of abstractions where they are no longer
protected, since otherwise the playwright could prevent the use of his “ideas,”
to which, apart from their expression, his property is never éxtended.”

The abstractions test does not tell the factfinder where to draw the line between ideas
and expression. Instead, the "test” gives the trier of fact an analytical structure to use in
comparing the plaintiff’s and defendant’s works.

Professor Chafee, writing in 1945, offered further guidance about line-drawing,
stating that “the protection covers the ‘puttern’ of the work."” Professor Nimmer com-
bined Hand's observation that any work can be broken into patterns at different tevels
of abstraction with Chafee’s suggestion that substantial similarity should be determined
by comparing common ¢lements at a level that is somewhat abstract but still concrete
enough to constitute an expression.* Levels of abstraction provide answers (o the ques-
tion “What is the work about?® The most abstract answer might be, to use Romeo and
Juliet as an example, “boy nicets girl.” A slightly less abstract answer is “boy meets girl,
and the two come from hostile groups.” An even less abstract answer is “boy meets girl
at a dance, the two come from hostile groups, and they eventually take the marriage
vows.” The least abstract answer is the exact language chasen by the author Shakespeare
1o express that theme of "boy meets girl.” Nimmer’s treatise uses a comparison of “Romeo
and Juliet” and “West Side Story” to illustrate this approach to the idea/expression
distinction, identifying thirteen common elements and coiicluding that the common
elements form a pattern sufficiently concrete to provide a basis for a finding that the
two works are substantially similar.#! The pauern of ihe works are similar, involving a

11 F.24 690, 692 (2d Cir. 1926) (sometimes cited as holding iligt plot is not copyrightable, but see
Nichols v. Universal Pictures Corp,, 45 F.2d 119, 121 (2d Cir. 1930); dispuling that point).

8 See, e.g., Peter Pan Fabrics, Inc. v. Martin Weiner Corp:, 274 F.2d 487, 489 (2d Cir. 1960).

7 See, e.g., Sid & Marty Krofft Television Prods., Inc. v. McDouald's Corp,, 562 F.2d 1157,
1163-64 (8th Cir, 1977) (cmng Hand and Chaflce).

™ Nichols, 45 ¥.2d at 121 {citations omitted). )

™ Chafee, supra ote 56, aL 513, Chalee gives as an example the idea of an Lrish-Jewish marriage.
That idea may be bmtowed from a play and some characters and situstions inevitably go with that
idea and may be borrowdd. The play's pattern — the sequence of events and the development of
the interplay of the characiers — must not be followed scene by scene. fd. a1 513-14. Chafec's
example is drawn from Nichols, 45 F.2d 119.

8 3 M. NiMMER, supra note 5, § 13.03[A], at 13-22-13-23,

8 g, at 13-25=18-27. But see Knowles & Palinieri, Dissecting Krofft: An Expression of New Ideas in
Cupryright?, 8 San Fern, V.L. Rev. 109, 137 (1980) (criticizing Nimmer's coiiclusion).
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meeting and romance between a boy and girl from hostile groups, with resulting kiltings
and misunderstandings.

Under certain circumstances, a second author is free to copy even expression. If
the author's idea may only be expressed in more or less stereotyped form, that expression
is free for the taking.*? Otherwise, copyright protection of the expression would amount
to a grant of a monopoly over the idea itself.® The leading case for this exception to
the idea/expression dichotomy is Herbert Rosenthal Jewelry Corp. v. Kalpakian, decided in
1971. In Kalpakian, the plaintiff alleged that the defendant infringed the plaintiff’s
copyright on jeweled bee pins.# The defendant, according to the court, was free to take
the “idea” of making jeweled pins in the shape of a bee. The plaintift’s protection was
limited to its pin’s particular design or expression. In the court's view, however, other
expressions did not exist.* The idea and its expression appeared to be indistinguishable,
noted the court.*® Accordingly, the court ruled that the similarity between the plaintiff’s
and defendant’s pins was incvitable, flowing from the use of the “bee pin” concept.®?
Where the idea and expression are inseparable, concluded the court, copying the ex-
pression must be permitted.® This principle sometimes is referred to as “merger” or
“unity” of idea and expression.#

Later authors also are free to use incidents and plots that necessarily flow from a
theme or setting.* These “scenes a faire” ave indispensable or standard to the treatment
of a theme, and so must be free for the taking.® Thus, the author of a fictionalized
account of the Hindenburg's last voyage may use a German beerhall revelry scene even
though an earlier work with the same theme also had a beerhall scene.*

Over the vyears, courts have separated unprotected ideas from pro-
tected  expression for works of varying types, including fiction and
plays,» non-fiction,™ songs,? labels, %6 jewelry,” games and con-

*2 Herbert Rosenthal Jewelry Corp. v. Kalpakian, 446 F.2d 738, 742 (9th Cir. 1971). See generally
8 M. NIMMER, supra note 5, § 13.03[A], at 13-33 & n.44.

" Kalpakian at 742 (citing, buter alia, Baker v, Selden. 10t U.S. 99, 103 (1879).

M I, at 739,

" Id. au 742,

# Id,

7 fdl,

* fd. The First Circuit later expanded this principle, holding that if an idea is suseeptible of
“only a limited number” of expressions, no particular form is copyrightable. Morrissey v. Procter
& Gamble Co., 379 F.2d 675, 678=79 (Ist Cir. 1967).

* In considering whether an idea and its expression are indistinguishable, the analyst must
state the idea abstractly rather than narrowly. Otherwise the idea will almost inevitably seem to
merge with its expression. 3 M. NiMMER, supra note 5, at 13-34 n.45; Conley & Bryan, supra note
36, at 590.

% 5 M. NiMMER, supra note 5, § 13.03[A], at 13-32 & n.43.

# Hoehling v. Universal City Studios, Inc., 618 F.2d 972, 979 (2d Cir. 1980).

o2 Id.

" See, e.g., Sheldon v. Meuro-Goldwyn Pictures Corp., 81 F.2d 49 (2d Gir. 1936); Nichols v.
Universal Pictures Corp., 45 F.2d 119 (2d Cir. 1930).

# See, e.g., Harper and Row Publishers, inc. v. Nation Enters., 471 U.S. 539 (1985). See generally
Gorman, Copyright Protection for the Collection and Representation of Facts, 76 Harv. L. REv. 1569
(1963).

Y5 See, e.g., Arnstein v. Porter, 154 F.2d 464 (2d Cir. 1946),

® See, e.g., Kitchens of Sara Lee, Inc. v, Nifty Foods Corp., 266 F.2d 541 {2d Cir. 1959).

" See, r.g., Herbert Rosenthal Jewelry Corp. v. Kalpakian, 446 F.2d 738 (9th Cir, 1971).
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tests,” works of visual art,*® television show characters,’ and videogames,™ Some
commentators have stated that this idea/expression separation is really just a vehicle for
a policy decision as to whether the court should rule for the plaintiff in a copyright
suit."? These commentators argue that there is no real dichotomy of ideas and expres-
sion, because “an idea stated is an idea expressed.”'** Idea and expression are “entwined”
in any given work.'"" These commentators maintain that when a court decides that some
feature of a work is unprotected idea rather than protected expression, the court is
merely balancing the degree of protection granted the original author against the degree
of freedom allowed later authors.'® If the unprotected “idea” is stated very abstractly
— “boy meets girl" — then most of the first author’s work becomes protected expression,
unavailable for use by a second author,'" Conversely, if the work is deemed to contain
a number of more detailed and specific unprotected ideas, the second author'’s freedom
is expanded and the copyright owner's protection narrowed, "’

III. THE NATURE AND DESIGN OF COMPUTER PROGRAMS

Software copyright cases traditionally include some sort of “technical primer” on
the nature of computers and computer programs.'*® [n today’s typical software copyright
case, the factfinder must be able to evaluate (1) the plainift’s contention that the
defendant’s program is “substantially similar” to the plaintift’s copyrighted work;'®® and
{2) the defendant’s contention that the defendant took, if anything, only unprotected

% See, e.g., Morrissey v, Procter and Gamble Co., 379 F.2d 675 (Ist Cir. 1967); ¢f. Landsberg v.
Scrabble Crossword Game Players, Inc,, 736 F.2d 485 (Sth Cir. 1984) (author of a game surategy
book claimed that the game’s manufacturer infringed his copyright in writing its “player’s hand-
book™).

¥9 See, e.g., Franklin Mint Corp. v. National Wildlife Art Exch., Inc., 575 F.2d 62 (3d Cir. 1978)
(painting); Roth Greeting Cards v. United Card Co., 429 F.2d 1106 (9th Cir. 1970) (greeting cards).

190 Sea, £.g., Sid & Marty Krotit Television Prod., Inc. v. McDonald’s Corp., 562 F.2d 1157 {9th
Cir. 1977). :

101 See, e.g., Atari v. North Am. Philips Consumer Elecs. Corp., 672 F.2d 607 (7th Cir.) cert.
denied, 459 11.S. 880 (1982); Midway Mfg. Co. v. Bandai-America, Inc., 546 F, Supp. 125 (D.N.].
1982). The videogame copyright cases, unlike the software copyright cases, lend themselves to idea/
expression separation by visual comparison. See generally Nimmer & Krauthaus, supra note 36, at
39-41.

102 See Knowles & Palmierd, supra note 81, at 128; Nimmer & Krauthaus, supra note 36, at 31;
see also Herbert Rosenthal Jewelry Corp. v. Kalpakian, 446 F.2d 738, 742 (9th Cir. 1971) (classifi-
cation into ideas and expression, at least in close cases, may simply state the court’s desired result).
But see Sid & Marty Krofft Television Prods., Inc. v. McDonald's Corp., 562 F.2d 1157, 1163 n.6
(9ch Cir. 1977) (noting that the idea-expression dichotomy has been criticized as being results-
oriented, affirming faith in the doctrine iself, and stating that the criticism may be alleviated by
courts “being more deliberate in their consideration of this issue™).

See infra Part IV for a discussion of Lhe idea-expression separation as it applies to programs,

w3 Knowles and Palmieri, supra note B1, at 126 {emphasis omitted).

' Nimmer & Krauthaus, supra note 36, at 31.

s fd.; see Chafee, supra note 56, at 506-14.

18 Nimmer & Krauthaus, supra note 36, at 32.

(1ir ld.

193 See, e.g., Whelan Assocs. v, Jaslow Dental Laboratory, Inc., 797 F.2d 1222, 1229-31 (3d Cir.
1986), cert. dended, 107 8. Ct. 877 (1987); see also R, SALTMAN, supra note 2, at A-10-A-11, A-62-A-
65 (noting a need to provide technical expertise to the judiciary).

19 Proof of access plus substantial similarity raises an inference that the defendant used the
plaindff’s work. See supra Part 11 C.
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ideas from the plaintiff’s copyrighted work."'* To evaluate these contentions, judges and
lay factfinders must have some understanding of what programs do, how they are
developed, and how they can be copied.

A. The Nature of Computer Programs

The Copyright Act defines a computer program as “a set of statements or instruc-
tions to be used directly or indirectly in a computer in order to bring about a certain
result.”!!! Computers are very quick and accurate at executing steps that are time-
consuming and error-prone for humans.!'? A computer’s circuitry, however, called a
processor or central processing unit (CPU), must be given very precise instructions as to
what to do,''* in what order, and with what data. 14

The instructions to a computer, or program, must be given to the computer in the
form of “machine language” notation.!'s Machine language is, however, difficult for

119 See supra Part 11 D for a discussion of the idea/expression dichotomy.

17 1.8.C. § 101 (1982). This definition is fairly close to standard technical definitions of the
term “program”. Note, supre note 4, at 500 n.10.

"2 ], Sowa, CONCEPTUAL STRUCTURES: INFORMATION PROCESSING IN MIND AND MacHINE 27
(1984). Conversely, computers are not easily instructed to recognize patterns that are easily recog-
nized by humans — identification of laces, for example. Id,

113 The processor or CPU is the “brain” of the computer. The CPU is usually located on one
microcircuil chip. Low-priced home computers were made possible by the development of micro-
processors. Prior to the advent of personal computers in the late 1970s, most computer users were
technically-trained people. REPORT, supra note 6, at 48.

As technology progresses, the line between hardware and software is disappearing. Today,
microcode often serves as a substitute for elements of a computer’s hardware circuitry. Samuelson,
supra note 27, at 677, “Microcode” (also known as “firmware”) defines what specific actions a
computer will take in response to a computer-readable instruction. Yoches, supra note 37, at 357.
The use of microcode allows a machine manufacturer or subsequent purchaser to change a primitive
function ol the machine without disassembling and reconstructing the hardware. Samuelson, supra
note 27, at 677, Microcode is often called “firmware” because, though it is a program, it is considered
a more integral part of the machine than software. Id. “Firmware" refers to a program that has
been put into the computer's microcircuit chips by the manufacturer. ‘The chips holding “lirmware”
are called "Read Only Memory” (ROM). Memory chips which the computer’s user can write on for
storage during program operation are called “Random Access Memory” (RAM). Note, supra note
6, at 415,

For more on the intellectual property protection atforded microcode, see Harris, Apple Computer,
Inc. v. Franklin Computer Corp. — Does a ROM a Computer Program Make, 24 JURIMETRICS 248 (1984)
[hereinafier Harris, ROM]; Harris, Legal Protection For Microcode and Beyond: A Discussion of the
Applicability of the Semiconductor Chip Protection Act and the Copyright Laws to Microcode, 6 CoMPUTER
L.J. 187 (1985} [hereinafter Harris, Legal Protection for Microcode]; and Steinberg, NEC v. INTEL:
The Battle Ouer Copyright Protection for Micracode, 27 JuriMETRICS 173 (1987). A microcode copyright
infringement case is pending (NEC Corp. v. Intel Corp., No. C-84-20799-WAI, N.D.Ca., San Jose
Div.). The Semiconducior Chip Protection Act of 1984 (SCPA), 17 U.S.C. § 901-14 (Supp. 11 1984),
gives owners of "mask works” the exclusive right to reproduce the mask work and o import or
distribute a semiconductor chip product in which the mask work is embodied. 17 U.S.C. § 905
(Supp. 11 1984). The SCPA’s protection more closely resembles copyright than patent. Harris, Legal
Protection for Microcede, supra, at 202.

14 “Data” are representations of information either known at the start of a program’s execution
or obtained during the execution. Yoches, supra note 37, at 856,

15 A computer may be described as essentially a series of switches, each with two positions, on
or off. The computer’s numbering system is binary, or “base iwo”, reflecting the fact that a switch
can only be on or off. C. Mercarr & M. Sucivama, CompUTER BEGINNER'S GUIDE TO MACHINE
LaNGUAGE oN THE IBM PC & PC. jr. 5 (1985).
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humans to comprehend.!'t Generally, instead of writing machine language instructions
that the processor can execute directly, programmers write programs in a programming
language, which then is translated mechanically to machine language by a compiler
program.'’” Compilers make it possible for a programmer (o write at a level commen-
surate with the capabilities of human expression, in a “high-level” language that uses
simple English-like statements.’’¥ High-level languages are usually easier for novice
programmers to learn than are the “low-level” languages that require that the program-
mer’s approach to a problem more closely resemble the computer’s functioning.!'* These
high-level languages have their own syntactic and semantic rules, just as English does.
Some programmers write in assembly languages rather than in high-level program-
ming languages. Assembly language is 4 form of machine code that humans can read.
A programmer who writes a program in assembly language must approach the problem-
solving Lask in the same systematic lashion that the computer will use. A program wriiten
in assembly language is converted into machine code by an assembler program. Assembly
language programs generally run faster than higher-level language programs.'®
Programs written in either high-level programming language or assembly language
are called “source code” programs.'?' The machine-tanguage version of a program is
referred to as an “object code” program.'?? Although programs are generally written in
source code, mass-marketed programs are generally licensed'®® or sold only in object
code form in order o protect trade secrets and make imitation and unauthorized

116 Yoches, supra note 37, at 356. For examples of machine language programs, see C. METCALF
& M. SucivaMa, supra note 15, at 311-61.

117 A compiler is a complex program that converts a program expressed in more or less human
logic by a program designer into machine logic. The conversion can also be done by an interpreter
program as the program is being run. Grogan, Decompilation and Disassembly: Unduoing Software
Protection, 1985 Compurer Law ANNUAL at 15-16.

1% T'wo “high-level” languages in common use are BASIC amd FORTRAN.

119 Grogan, supra note 117, at 15. For more on high level languages, see Ledsinger, Copyright
Protection of Object Code Computer Programs: Can Courts Determine Copying, 9 COMM/ENT L.J. 255,
258 (1987); Yoches, supra note 37, at 356,

12 Grogan, supra note 117, at 17. A recent ad by Microsoft for its Macro Assembler Version
5.0 staris with the statement “[y]ou probably already know that assembly language subroutines are
the smartest way o get the fastest programs.” PC Macazing, Oct. 13, 1987 (back cover),

120 Ledsinger, supre note 119, at 258,

121 Yoches, supra note 37, at 356, Gompilers and interpreters translate high-level source code
to object code, whereas assemblers translate assembly language programs to object code. Jd. at 356—
57.

123 A license is a grant of use rights. Many programs are licensed rather than sold in order to
avoid the loss of product control that results from the “first sale” doctrine of copyright law. See 17
U.S.C. § 109 (1982). Under the “first sale” doctrine, the owner of a copyrighted item (a book, a
diskette) has the right to ransfer ownership or possession of that item, T. SMEDINGHOFF, supre note
36, at 55. If a software distributor wants (o impose restrictions on product use and transfer to
protect trade secrets, the distributor will license the use of the software subject to termination on
breach of a restriction by the licensee. See id. at 55-56, 7677, 83, 85-86, 166-68. A sample license
agreement appears in Simedinghoff at 362~68. For additional sample clauses, sec AMERICAN PATENT
Law Assoc. CONTINUING LEGAL EDUCATION INSTITUTE ON THE LAw OF COMPUTER-RELATED TECH-
NOLOGY, COMPENDIUM OF PAGKAGED SorrwaRre LICENSING Provisions (1984).

Distributors of mass-marketed software often put “shrink wrap licenses” on packages of the
product. Such a “license” generally states that the distributor has imposed certain restrictions on
the use of software, restrictions which the “licensee” (buyer) accepts by the act of opening the
package. These licenses may be unenforceable. U, SMEDINGHOFF, supra note 36, at 168-69.
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modifications more difficult.' Machine-readable object code, incomprehensible to peo-
ple,'* consists of a string of ones and zeros, which are the only two symbols a digital
computer can understand. Although a disassembler can assist in deciphering a program
from its object code, a disassembler only roughly translates the object code into assembly
code, not into the higher level language in which the program most likely was written, '

Personal computers generally are sold with operating systems programs already in
place. Operating systems programs are fundamental programs that manage the internal
flow of data within the computer, coordinate the functioning of the hardware, and allow
the user to use the task-specific programs known as applications programs.'?” Operating
systems software often is placed on semi-conductor chips (‘ROMs”) and installed directly
into the computer’s circuitry.'® The user adds applications programs to perform such
specific tasks as word processing, accounting, or game-playing.'? The operating systems
program enables the computer to execute application programs and to access systems
resources so an operating systems program must be used with an applications program., '3
Applications programs are written for use with a specific operating systems program.!s!
Because there is no industry-wide standard on the configuration of operating systems
programs, applications programs written for use with one operating systems package
generally will not run on computers using other operating systems programs.'s? Another
manufacturer’s personal computers are “IBM PC-compatible,” for example, if those

' Grogan, supra note 117, at 5; Note, supra note 4, at 501-02, Object code also runs more
efficiently on the user's computer. It need not go through the intermediate step of compilation or
assembly. Note, supra note 4, at 501.

128 Grogan, supra note 117, at 7.

126 Id, at 18-21.

1?7 Grogan & Kump, The Broader Meanings of Apple v. Franklin in the Develapment of Compatible
Operating Systems and In Determining Standards for Injunctive Relief, 1985 CoMpPuTER LAW ANNUAL at
106=07, Examples of operating systems programs are Data General's RDOS, 1BM's PC-DOS, and
Microsoft's MS-DOS.

Microcode, discussed supre note 113, like vperating systems programs, controls the internal
funciioning of the computer and enables the user to run applications programs. Microcode, how-
ever, directs the primitive functions of the computer while the operating systems program directs
the relationship between the hardware and the application programs. Samuelson, supra note 27, at
678, For example, IBM's “B10S” (Basic Input/Output Systems), an assembly language program that
is part of the operating systems software used in 1BM PCs, is designed 1o “provide an operational
interface to the system and relieve the programmer of the concern about the characteristics of
hardware devices.” Davis, 1BM PC Software & Hardware Compatibility, 1985 Compurir Law ANNUAL
at 123 (quoting the IBM Technical Manual),

12 Ledsinger, supra note 119, at 259. An operating systems program might handle tasks such
as creating the video display, checking the keyboard to see which keys are being hit, and storing
programs. Note, supira note 6, at 414.

¥ Grogan & Kump, supra note 127, at 107, Videogames are computer programs with intricate
screen displays for user play or interaction.

'* Note, supra note 4, a1 502. In the carly days of computers, computers were task-specific. A
computer was “hard-wired” for a particular function. The only way to change the function was to
change the wiring. The development of a computer that would store encoded instructions (“pro-
grams”} applicable wo particular tasks eliminated the necessity of making hardware changes and the
necessity of having different machines for different jobs. The first commercial programmable
computer was manufactuted in 1951, Samuelson, supra note 27, at 678-74 & nn 33, 34, 35.

13 Grogan & Kump, supra note 127, at 107,

132 14,
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computers can run, without modifications, applications soltware designed to run on IBM
PCSILBS

B. The Design of Programs

No one should attempt (o separate a computer program into ideas and expressions
without understanding how computer programs are designed.'* In order to analyze
software copyright problems, courts should have an understanding of the process by
which a programmer arrives at the actual programming language version of a program.
Courts need not, of course, have the level of knowledge necessary to actually design and
code a program.

The beginning point in software design is identifying the problem to he solved.
Computers tackle such problems as “check word spellings for correctness,” “assist in
checkbook balancing,” and “handle payroll.”'*s The culmination of software design is
the creation of a programming language set of instructions to the computer using
algorithms, which are similar to recipes. Algorithms specify explicitly and without am-
biguities the steps the computer is o carry out on data to reach solutions.'® The

13 Many applications programs alreacdy have been written for the popular 1BM PC and Apple
PCs. Manufacturers of other PCs gencrally want their computers w have the capability of using
the applications software written for the IBM and Apple computers. The competitive machines’
operating systems software must, if compatibility is w be achieved, mimic the functions provided
by 1BM's copyrighted operating sysiems software. Davis, supra note 127, at 123,

It is possible 10 subdivide programs into further classifications — custom-designed versus mass-
marketed, or main-frame versus microcomputer. The focus of the creator’s major development
effort will vary depending on the program's ultimate purpese. In the farge computer market, for
example, the major effort will be the development of the mathematical pracess used in the program.
By contrast, videogame programs use well-known algorithms and will succeed only if the end user
finds the program easy 1o use and fun. Keplinger, supre note 4, at 486--87.

13 Cf. Reback & Siegel, Tvward @ Comprehensive Test for Software Copyright Infringement, 1985
CompruTER Law AnsuaL at 139, 145-46 (stating that the widespread use of top-down design,
discussed infra, for programs facilitates the use of the Hand-Chafee-Nimmer “levels of abstraction”
analysis, discussed supra in section 11 D).

The word “design” is more appropriate here than the word “written”, for reasons discussed
infra in this section. Briefly, the actual writing of program code in high-level or assembly language
is only a small part of the process of creating a program to solve a particular problem. Computer
industry writers use the word “design”. E.g., §. ALacic & M. Arsi, supra note |; B. Lirrick, THE
SorrwaRE DEVELOPER'S SOURCEBOOK (1985); |. SOMMERVILLE, SoFrwaRE ENGINEERING (19B5), Soft-
ware “enginecring” is concerned with building software systems that are larger than would be
tackled by an individual and involves the use of engineering principles. SOMMERVILLE, supra, at 1-
2. The term “sollware engineering” was introduced in the late 1960s at a conference on the “software
crisis.” The “crisis™ was the realization that “third-generation” computer hardware made “herctofore
unrealizable applications a feasible proposition.” Id. at 1.

135 The “problem identification” will, most likely, be stated only very broadly by the client, the
future user of the program, thus requiring extensive detail-level problem identification before a
program or programs are designed. Prior to actual program design, a systems analyst may determine
how the existing system works and prescribe a computerized replacement. B. LIFFICK, supra nole
134, at 2-6.

168, Avacic & M. Arps, supra note |, at 1. A more technical definition provides that an
algorithm consists of a number of actions to be performed on data in a specified order, with possible
repetitions, under stated conditions. Id,

Program coding is not really the end point of the design process. Documentation (user’s manuals
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underlying algorithms for a “spell check” program, for example, instruct the computer
lo compare words in a user-prepared document against words in a dictionary residing
in the program’s memory, If a word matches a dictionary word, the program deems it
correctly spelled.' If the document word does not match a dictionary word, the program
displays the document word on the user’s screen so that the user can judge the word's
correctness in speiling. '3

Experts agree that software design is a creative process that programmers learn
more through practice than from books, a process that cannot be formulated as a set of
rules.’®® The end product, the program, is generally the result of numerous conscious
choices by the programmer.'*® Though in the past, programmers often designed sofiware
through an ad hoc process characterized by hasty informal pre-coding development 't
and by attempts to formulate algorithms directly into a programming language.'4? Ex-
perts now recommend a more structured approach to program design.*® Formerly,
programmers would analyze a problem, draw a flow chart of the steps involved in the
problem’s solution, and then go directly to writing code. Today, however, experts con-
sider flowcharts to be inadequate vehicles for expressing the design of a system.' The
current trend is for a programmer to fully formulate the program’s algorithms without
worrying about the constraints of the particular programming language in which the
program will ultimately be coded.'** Ideally, the programmer should develop the details
of the program’s logic flow before actually beginning to code.!4

and instructional material for future programmers working with the program) inust be prepared.
Frequently, software designers prepare documentation after the program itsel{ has been coded. See
B. Lierick, supra note 134, at 9. Maintenance (debugging, modifications to fit user needs} is required
aller a program is made available to users. See id. at 9—10; L. SOMMERVILLE, supra note 134, at 2-3.
The software must be tested, and, if what is being designed is a system of programs, the integrated
system tested before the system is made available to the user. 1. SOMMERVILLE, supra note 134, at 3.

137 [. SOMMERVILLE, supre note 134, at 43. The “spell check” function will not pick up mistakes
in semantics. I, for example, the user mistakenly uses the phrase “typing arrangement” instead of
“lying arrangement”, the scmantically incorrect word “typing” will match a memory dictionary
word. One writer has described spelling programs as “a vain aempt to impose the clarity and logic
of machine language on the disorder and ambiguities of human language.” Mendelson, Glonkers
and Coolitude: Spelling Checkers Get Better, PC Macazing, Oct. 13, 1987, at 349,

1#8 1. SOMMERVILLE, supra note 134, a1 72,

13% See, e.g., td. at 79. .

1 Sommerville distinguishes between well-designed systems that solve the problem and badly-
designed systems. A well-designed system is straightforward o implement and maintain, easily
understood and reliable, [n contrast, atthough a badly designed system may work, it is unreliable,
expensive to maintain, and di[‘ﬁcull to test. fd. at 67,

In designing the user imerface of the program, the designer must consider, inter alia, the
characteristics of humans, users of the program. See B. LiFFick, supra note 134, at 188-223,

M1 1. SoMMERVILLE, supra note 134, at 67.

U2 5 Avacic & M. Arstn, supre note |, at 1,

143 See, g, 8. ALacic & M. Arsis, supra note 1; B. LIFFick, supra note 134; . SOMMERVILLE,
supra note 134,

144 [. SOMMERVILLE, sufrra note 134, at 67,

145 8. Avacic & M. Arbib, supre note |, at 1; B, LIFFIcK, supra note 134, at 64—-67; 1. SOUMMER-
VILLE, supre note 134, at 75=76, 106.

148 B. LiIFFICK, supra note 134, at 66. There are several reasons for favoring language-indepen-
dem program design: (1) programming languages possess characteristics that do not always lead to
desirable programs; (2} the correctness of the solution can be judged better by demonstrating that
the logic in a program is correct than by executing lines of code on various data; (3) the design of
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A programmer begins designing a program to handle a particular task by studying
the over-all problem to be tackled, just as an attorney has an initial conference with a
new client to begin to explore the client’s legal needs. The programmer then, according
to the tenets of the most popular design methodology, “top-down design,” breaks the
over-all problem into subproblems.'¥ Top-down design requires the program's designer
to “decompose the over-all problem into 'precisely specified subproblems, and prove that
if each subproblem is solved correctly, and these solutions are fitted together in a specified
way, then the original problem will be solved correctly.”*#® The “top” of the design is the
general description of the over-all problem. Levels of detail are successively added below
this top level. Each lower level of design is another step of refinement, and the process
terminates when adding further detail would. require the writing of programming lan-
guage code.®

The top-down design principle should not be alien to lawyers and judges, for
aitorneys and judges in effect apply top-down design principles to legal problems. An
attorney breaks a client’s over-all legal iproblem into precisely specified subproblems,
then bréaks down each subproblem further until reaching a detailed solution t6 the
client’s problem. Suppose, for example, that the client is a start-up sofiwaré developer
seeking legal help for the first time. The over-all problem requiring the attorney's
attenition — providing adequate legal representation - is actually a number. of sub-
problems which the attorney must, at the outset, identify. Examples of such subproblems
include consideration of the optimal business form; review of any contracts already
signed; advice on future contracts or negotiation-stage contracts; advice on matters
concerning émployces; advice on relationships with competitors; design of an intellectual
property protection plan; and tax planning. The attorney, having subdivided the over-
all problem, “provide adequate legal representation,” into subproblems, must then de-
compose each subproblem into many smaller subproblems. The subproblem “design an
intellectual property protection system,” for example, requires the attorney to consider
what copyright protéction trademark protection, patent protection, and trade secret
protection might be available to the cllent The attorney then must consider each of
these possible avenues of intellectual property protection at a detailed implementation
level, explain the options to the client, and implement them through such steps as filing
registration formis, affixing notices to the product, and drafting conﬁdentiality agree-
ments,

a program usually requires many drafis, and it is easier to change and edit the design before the
design is implemented at the level of detail required for coding; and (4) once the design has been
completed, the design can be ¢oded into one or several programming languages. 8. Avacic & M,
Aupip, supra note 1, aL 2; B. Livrick, supra note 134, at 65-66.

147 1, SOMMERVILLE, supra note 134, at 69; Reback & Siegel, supra note 134, at 146. S. Avacic
& M. ARruvis, supra note 1, is devoted in its entirety to the principles of top-down design, as are two
eatlier works, L. L. Consranring & E. YOUle)ON, SrrucTurep DesiGN (1979) and E. Yourpbon,
MANAGING THE STRUCTURED TECHNIQUES (1979). Sommerville describes two other design metho-
dologies, data-driven design {used mostly in relatively small data processing projects) and object-
oriented design. I. SOMMERVILLE, supra note 134, at 69,

148 5, ALacic & M. Arsis, supra note 1, at 2, Top-down design also is called “stepwise refine-
ment”, indicating that there will be many rounds of approaching the problem, breaking it down
into further details (a step of refinement), and then doing that again. B. LiFricK, supra note 134,
at 31,

19 Id, at 31,
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Litigators and judges also use top-down design principles. Take, for example, the
attorney seeking a preliminary injunction for a copyright ewner against the distributor
of an allegedly infringing work. To solve the over-all problem, “get a preliminary
injunction,” the attorney must first identify what he or she is required to show. The
attorney must break down each requirement into further subproblems. One subproblem,
for example, is determining what suffices in a copyright case to establish fikelihood of
success on the merits. Beyond that, once the attorney has some case law indicating what,
in a copyright case, establishes likelihood of success on the merits, the attorney must
consider the facts of the particular case and apply the facts to determine the likelihood
of succeeding on the merits. The judge in the preliminary injunction case will engage
in his or her own top-down problem-solving by asking himself or herself a series of
increasingly focused questions: (1) What is the nature of this motion? (2) What is the
nature of the underlying cause of action? (3} What must a plaintiff show to get a
preliminary injunction? (4) As to each of the elements of a preliminary injunction, what
generally is sufficient in a copyright case? and (5) What has the plaintiff presented and
how did the defendant respond?s

Programmers following top-down design principles solve problems by using the
fundamental human problem-solving facility, abstraction;!?! so do attorneys. Abstraction
is the process of considering an idea as an abstract entity without considering the details
of how that entity actually is realized.’”? The programmer designing a speli-check pro-
gram will identify the fundamental operations needed, such as split the document into
words, sort the words, and compare the words with the program dictionary’s words.
Then the programmer will refine each component operation into its fundamental op-
erations. The attorney’s end product may include letters to the client, copyright and
trademark registration forms, letters to third parties, contracts, and memos to the attor-
ney’s client file. The programmer’s end product will be a program and documentation,
Just as the attorney will produce much paper between the intake stage and the resolution
of the client’s over-all problem, the program designer will produce a series of increas-
ingly-detailed abstractions in going from the identification of the gross features of the
solution to step-by-step instructions for the computer.1s3

What these programmers create are instructions for the computer to follow. The
programs contain algorithms — recipes spelling out the steps to be carried out on
problem data to reach a correct solution.'® Selecting the algorithms used to solve sub-
problems is an important part of the program design process. People use algorithms to
perform many of their daily functions. Imagine, for example, explaining to a guest how
to make coffee in a home coffeemaker. The coffeemaking algorithm includes instructions
about where to put the water, how much water to use, where to find the coffee, where
to find the filters, where the filter goes in the coffeemaker, where the coffee goes, how
much coffee is needed, and what buttons to push.!*s Computers, lacking human intuition,

% These questions are loosely drawn from Plains Cotton Coop. Assoc. v. Goodpasture Com-
puter Serv., Inc., 807 F.2d 1256 (5th Cir.), cert. denied, 108 S. Ct. 80 (1987).

151 1, SOMMERVILLE, supra note 134, at 79.

182 Id. -

3 Jd, at 80.

148, Aracic & M. AraIs, supra note 1, at 1.

% A recipe for food preparation is another example of an algorithm. B, LiFrick, supra note
134, at 82,
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must be given very precise instructions as to what to do when and on what data to do
it. Because a computer can only follow algorithms expressed in some programming
language, the final level of abstraction iljl the design stage must be coding the chosen
algorithms in the chosen programming language.'® Although the actual coding requires
care, the major intellectual effort involved in program design is in the development of
sufficiently detailed algorithms, not in the coding.'®

The actual code version of the program usually is divided into sections called
modules. A module performs exactly one function,'s® such as spliting the user's docu-
ment into words. The programmer geneérally defines the modules at the preliminary
design stage,'® just as an attorney might outline the issues to be addressed in a brietf.
Ideally, modules are independent of one another, so that a change or mistake in one
module will not affect another module’s functioning.'" Any subtunction used repeatedly
by the overall program will be placed in a subroutine, which is a section of code that
performs a certain subfunction and handles that sublunction without further inquiry as
to the details. ‘

The actual code version of a program will reflect the peculiarities of the chosen
programming language. Code looks peculiar to those who are unfamiliar with program-
ming language. Suppose, for example, that one wants to instruct an Apple 11 computer
to clear the screen and print the words “This is a Test.” The instructions in the BASIC
programming language to accomplish th,lt goal look like this:

5 HOME

10 PRINT “THIS IS A TEST™4t
The source code for this task also could be programmed in assembly language, which
would require many more lines of code resembling ordinary English even less than does
the BASIC code.'s? The machine code version of the program, which the computer’s
compiler, interpreter, or assembler produces from the source code, would require even
more lines of instruction because a number of machine instructions are generated for
each source code instruction.'® The binary code that the computer actually uses consists
of ones and zeros, representing the clectronic impulses, “on” and “off,” that the computer
can read, 6t

150 Sge §. ALacIC & M. ARBIB, supra note 1, at 12,

1% Id. Algorithms chosen should be efficient as well as functionally correct. Id. at 14,

158 3, LIFFICK, supra note 134, a 29.

154 [d.

16¢ ff, at 30. Much has heen written about the process of writing or coding an actual program
from the finished design. Some of the advice is language-independent, applicable regardless of the
actual programniing language being used — for example, the following suggestions’ for making
programs more easily readable by humans: (1) Make a program more readabie by naming program
objects — constants, variables, procedures, and functions — with names that bring to mind the
real-word entities being represented; (2) make a program more readable through careful design of
layout — use of blank lines, indentation, word highlighting, and consistent paragraphing; and (3)
< limit module size 1o the number of lines that will be fit on two pages of source code listing. B.
Larrick, supra note 134, at 129, 137; 1. SoMMERVILLE, supra note 134, at 11218,

181 T, Harkis, THe Lecarl Guine 1o CoMPUTER SOFTWARE PROTECTION: A PRACTICAL MANDBOOK
on CopyrRIGHTS, TRADEMARKS, PUBLISHING, AND TRADE SkcrETs 51-52 (1985).

192 See id. at 53 for the assembly language version.

163 [, SOMMERVILLE, sufra note 134, at 144,

164 T, HaRRIS, supra note 161, at 55. A hexidecimal version of the binary code is actually made
first within the computer. Id. at 54.
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C. How Programs Are Copied

Software is easily duplicated mechanically. Because most operating systems allow
users t0 copy a program from one storage device to another in a matter of seconds, it
is easy to take a disk containing a program and duplicate the program onto another
disk.1 Only a few software distributors take measures to “copy protect” their pro-
grams,' and the ease with which software may be copied contrasts sharply with the
ditficulty and cost of developing sofiware.'® The software duplicators may have several
ditferent motives in duplicating the literal code of a program. The duplicator may desire
o0 “get something for nothing” for personal use, desire to create copies to sell, or desire
to create a computer that is fully compatible with some competing model. 168

The more sophisticated software bootlegger may try to make his or her program
look different from the copied program by changing variable names or changing the
order of modules or subroutines. Also, a bootlegger can usc a compiler or assembler to
mechanically translate source code into object code.'® Although mass-marketed pro-
grams rarely are distributed in source code form, a pirate could duplicate, compile, and
sell in object code form a program originally distributed in source code. The pirate’s
program would not look like the copyrighted program, but it would still be a “copy” of
the copyrighted program.

«  Present-day software copyright law is concerned not just with the outright duplicator,
but also with the defendant who, without the copyright holder’s authorization, created
a clone of a copyright-protected program for a line of computers other than the com-
piters for which the original program was designed. While the plaintiffs in the “first
generation” software copyright cases alleged that the defendants mechanically duplicated
a program’s literal code, in the recent cases plaintiffs have claimed that the defendant
copied the plaintiff’s program’s organization and structure to create a functionally-

% This duplication is much like the duplication of recordings with audio-taping equipment —
a recording device does the work. Nimmer & Krauthaus, supra note 36, at 22. For more detail on
mechanical duplication, see Samuelson, supra note 27, at 689-90. This mechanical duplication is a
concern for software distributors on two levels: (1) small-scale copying for the use of friends who
would otherwise have to buy their own copy; and (2) large-scale commercial copying, much of it
done outside of the U.S. and brought here for sale in competition with the legitimate product. If
a work has been duplicated in quantity in another country without the copyright owner’s authori-
zation, the copyright owner may be able to have the work excluded from this country under the
Customs Act. See 19 U.S.C. § 1337 (1982). A copyright owner may also record the work with the
U.8. Customs Service, which, upon spotting infringing works, will impound them. 19 C.F.R. §§
133.21-133.24 (1987). See Blatt, Battling Foreign High Technology Counterfeits Through U.S. Customs
Enforcement, 1985 CoMPUTER Law ANNUAL at 93.

'% See Saltzberg, Legal and Technical Protection Through Software Locks, 5 Computer L.J. 163
{1984) for a discussion of copy protection devices.

157 See Yoches, supra note 37, at 357. Although hardware costs have fallen with the development
of new technologies, software costs have not dropped. 1 SOMMERVILLE, supra note 134, at 1.

'* Compatibility with a particular well-known computer model can be achieved only by using
an operating systems program that mimics the functions provided by the well-known model’s
operating systems program. The defendants in two infringement suits brought by Apple contended
that they had to duplicate Apple’s operating systems programs to achieve compatibility. See Apple
Computet, Inc. v. Franklin Computer Corp., 714 F.2d 1240 (3d Cir. 1983), cert. dismissed, 464 U.S.
1033 (1984}; Apple Computer, Inc. v. Formula Intl, Inc., 562 F. Supp. 775 (C.D. Cal. 1983), offd,
725 F.2d 521 (Sth Cir. 1984). See infra Part [V for a discussion of Franklin Computer,

1% See 1. Hawrris, supra note 161, at 53-54 (notmg that in such a case it would seem possible
to show copying even if the original program was in BASIC and the copy in assembly language).
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similar program in a different programming language. In the recent case Whelun Asso-
ciates v. fastow Dental Laboratory, Inc., for example, the plaintiff’s program ran on [IBM
computers, which required application programs writlen in Event Driven Language
(EDL).'"® The Whelan defendants created a program that would perform the same
functions for the personal computers that use BASIC language application progratns.'”!

The authors of twoe recent articles contend that, although legal restraints against
unauthorized commercial reproduction and sale of sofiware are appropriate, translations
and other adaptations may benefit society by expanding the availability of technology,
and that copyright law should not deter these efforts.'”? Generally, only the object code
of the target program will be available, so the unauthorized translation or conversion
must be done by “reverse engineering,” a process involving the conversion of the original
program’s object code into a human-readable form that'reveals the logic and structure
of the original program.'™ The pirate can convert the object code into human-readable
assembly language using a decompiler or disassembler.'” The “reverse enginecr” then
must make many trial and error guesses about what was in the original high-level
program, based on recognition of recurring patterns in the assembly language pro-
gram.'” Disassembling a complex program could take man-months or man-years.!”s A
compiled program is likely to be even more difficult and time-consuming to reverse
engineer than an assembled program.!”” Even if the original program's source code is
available to the pirale, the pirate must expend effort to convert the program to a new
programming language. Presently, translations from one high-level programming lan-
guage to another cannot be done mechanically. There are additional difficulties in
copying applications programs, because they originally are written for use with particular
operating systems programs. A mechanically-translated applications program will not
run on a computer using a different operating systems program from that used by the
computer for which the original applications program was written. The pirate must not
only create instructions in the new programming language, he or she must adapt the
new program to the operating systems sofiware, firmware, and hardware of the new
computer.’™ Thus, preparing a translation of a program, whether the translator works
from source code or object code, requires considerable effort on the part of the translator.

170 797 F.2d 1222, 1226 (3d Cir. 1986), cert. denied, 107 5. Cu. 877 (1987).

171 fd

172 Karjala, supra note 36, at 54-59, 75-88; Nimmer & Krauthaus, supra note 36, at 36-62.

173 “Reverse enginecring,” stated more generally, is the process of starting with a known product
and working backward. Kewanee Qil Co. v. Bicron Corp., 416 U.8, 470, 476 (1974). See Grogan,
supra nowe 117, at 12. Reverse engineering is common in many industries. fd. For a defense of
reverse engineering of software, see Laurie & Everet, Protection of Trade Secrets In Object Form
Software. The Case for Reverse Engineering, 1985 Compurer Law ANNUAL, at 33-57.

™M Grogan, supra note 117, at 17-21.

75 Id, at 18-19. See generally Karjala, supra note 36, at 39—41 for a discussion ol reverse
engineering. '

176 Grogan, supra note 117, at 18-19,

7 1d, at 19-21. It is unclear, at present, whether an infringing program produced through
reverse engineering is a copy or a derivative work of the original program. A copy of the original
program will, most likely, be made in the process of the reverse engineering. Id. at 25-26. This
copying alone is an infringement of the copyright owner's exclusive rights. On the guestion of
whether section 117 of the Copyright Act might authovize such copying, see id. at 28~30. See
generally Conley & Bryan, supra note 36, at 599-602.

178 See Samuclson, supra hote 27, at 688, Nimmer and Krauthaus distinguish “value-added use”
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IV. DisTinGguiSHING A CoMPUTER PROGRAM'S IDEAS FroM ITs EXPRESSION

A. The Two Principles

In the 19705 Congress and the Commission on the New Technelogical Uses of
Copyrighted Works (CON'T'U)'” included computer programs in the category of works
that contain expression that may be protected without granting a monopoly on under-
lying methods or ideas. A 1976 House of Representatives committee report explained
the applicability 1o computer programs of Section 102(b)'® of the 1976 Copyright Act,
which codified the rule that copyright protection does not extend to ideas. The committee
report stated that Section 102(b) would clarify that a computer programmer’s expression
is a copyrightable element of a computer program, but that the actual processes or
methods embodied within the program are outside the scope of copyright law.!8! A few
years later CONTU stated that the copyright statute should “make it explicit that com-
puter programs, (o Lhe extent that they embody an author’s original creation, are proper
subject matter of copyright,”82 By 1983 the Copyright Office had issued a circular stating
that “[clopyright protection extends to the literary or textual expression contained in
the computer program.”ss

"The software copyright case in which the defendant has duplicated the plaintiff’s
program code in its entirety is relatively simple, in legal terms, Early software copyright
cases were of this variety.'8 In such cases it is easy to conctude that the defendant took
protected expression from the plaintiff's program. One who copies “the whole thing”
copies the expression; literal similarity is always expressive similarity.'® When the copy-

from piracy. Nimmer & Krauthaus, supra note 36, at 28, They define value-added use as use
occurting when a second party uses the initial work as a basis but makes substantial modifications
to credte a new product, Id, at 30, Additionally, Karjala takes the position that courts should abandon
the idcalexpression distinction in sofiware copyright cases and instead go directly 1o the policy
question of whether what the defendant did was (a) reverse engineering for the purpuse of
improvement (lawful, in Karjala's view); or (b) socially undesirable piracy. Karjala, supre note 36, at
58,

17 See supra note 33 for a discussion of CONTU's role in copyright legislation.

180 Section 102(b) of Title 17 states as foliows: “In no case does copyright protection for an
original work of authorship extend 10 any idea, procedure, process, system, method of operation,
concept, principle, or discovery, regardless of the form in which it is described, explained, iflustrated,
or embodied in such work.” 17 U.5.C. § 102(b) {1982).

"' H.R. Rer. No, 1476, supra note 29, at 5670 (emphasis added). See generally 1 M. NiMmer,
supra note 5, § 2,03[D].

%2 CONTU Repor, supre note 33, at 2,

183 Copyright Office’s Circular R61 (May, 1988) {quoted in Whelan Assocs. v. Jastow Dental
Laboratory, Inc., 797 F.2d 1222, 1242 .38 (3d Cir. 1986), cert. denied, 107 $. C1. 877 (1987).

18+ See, e.g., Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240 (3d Cir. 1983),
cerl. dismissed, 464 U.S. 1033 (1984). 1n Franklin the delendant acknowledged that it had duplicated
the plaintiff’s sofiware but maintained that the software was not protected by copyright. See id. at
1244. Later “outright duplication” cases include M. Kramer Mfg. Co. v. Andrews, 783 F.2d 421
(4th Cir. 1986); and Midway Mfg. Co. v. Strohon, 564 F. Supp. 741 (N.D. IIL 1983).

' 3 M. Nimmer, supra note 5, § 13.03[A) at 13-35. See supra note 66 and accompanying 1exL.

Even literal copying is not, however, necessarily infringement. First, if the idea and expression
have merged, the copyist is {ree 1o take even the expression. See supra notes B2-89 and accompanying
text. Furthermore, if the plaintifi's work was copied by the plaintiff rather than original to the
plaintiff, the copyright is invalid. See Synercom Technology, nc. v. University Computer Co., 462
E. Supp. 1003, 100910 (N.I. Tex. 1978). The originality required for copyright exists, however,
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right defendant’s prograin is not a verbatim copy of the plaintiff’s work, determining
whether the programs’ similarities are idea-level or expression-level similarities is more
difficult. Indeed, determining whether any similarities exist may be difficult; even source
code programs may look like gibberish to judges, lawyers, and jurors.!® Additionally, a
programmer who works from a copyrighted program can easily make a new program
that locks different from the copied work.'® The copyist can make his program look
different from the plaintiff’s by compiling the plaintiff’s source code program into
object code,'™ by using a different compiler from that used by the plaintiff, or by making
trivial changes in the original program.'® The copyist could, for example, change vari-
able names, reorder modules or subroutines, and add or delete comments.'* Thus, the
similarities between the plaintiff’s program and “new” work may not be obvious to the
factfinder, Furthermore, if the defendant has “translated” the plaintiff’s program into
a different programming language, the two programs will not resemble each other at
all. Finally, if the defendant, in addition to translating the plaintiff’s program into a new
programming language, has borrowed only some of the features of the plaintiff’s work
and rejected others, the factfinder’s job of determining whether there are not only
similarities but also substantial expression-level similarities between the two programs
hecomes even more ditficult.

The foreseeable difficulties involved in separating a program’s unprolecied ideas
from protected expression, an issue that has emerged only in the 1980s, already has
been the subject of extensive comment in the literature. A report of the Office of
Technology Assessment {OTA)* concludes that the federal courts eventually will face
a dilemma in software copyright cases. The report foresaw that the courts will either
limit the protected expression in a program to literal code duplication, or copyright
decisions inevitably will protect a “procedure, process, system, or method of operation”
in violation of Section 102{b)."*? Another commentator, Karjala, questions whether courts
ever will be able to efliciently separate ideas from expression in programs, because
facdinders, who traditionally draw the line between ideas and expression, will need the
cxpensive help of experts to draw this line for programs.' Karjala would eliminate the

if' the author has introduced any element ol novelty to previously created material, /d. at 1010,
Nimmer and Krauthaus note that accepted programming styles and known subroutines could
contribute to code similarity which, in their view, should not be actionable. Ninmer & Krauthaus,
supra note 306, aL 55,

8 The guestion of whether similarities are similarities of idea or expression is a question of
fact. SAS Inst., Inc. v. § & H Computer Sys., Inc,, 605 F. Supp. 816, 829 (M.D. Tenn. 1485). Often,
however, judges have answered the question in copyright cases in a prefiminary injunction context.
Accordingly, the software copyright cases analyzed infre Part 1V B are either bench trials or
preliminary injunciion orders,

187 OTA Report, supra note 5, at 82; Conley & Bryan, supra note 36, at 582; and Note, supra note
4, m 513,

18 Rarely, however, will the source code be available, See supra notes 123-24 and accompanying
text,

¥ Conley & Bryan, supra note 36, at b82.

150 Comments are stalements that are not compiled, because they aid the programmer, rather
than instruct the machine.

W OTA Report, supra note 5, at 81, For a rebuttal, see Baumgarten & Meyer, Program Copyright
and the Office of Technology Assessment, 4 ComMpUTER Law. No. 11, 1 (1987).

w2 OTA Report, supra note 5, at Bi.

193 Rarjula, supre note 36, at 55.
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idea/expression analysis from software infringement cases, instead focusing the legal
analysis on whether the defendant’s use of the plaintiff’s work conferred any substantial
commercial advantage on the defendant.’ Karjala reasons that if the defendant under-
took reverse engineering at a cost approximating the actual development costs that the.
first developer did-not recover during his or her original monopoly period, the defendant
would not be able. unfairly to undercut the original developer's price for the work.!%
Nimmer and Krauthaus contend if artistic expression is not at issue, that “only the most
proximate copying and virtually complete similarity should be actionable.”'% The authors
Conley and Bryan view the mere determination of similarities between two programs to
be difficuit, if not impossiblet? for lay factfinders, who will find difficult the determi-
nation of where the boundary betwee;l idea. and expression lies.’® Conley and Bryan
would ‘have the court focus on the defendant’s conduct rather than the program alone
to.determine whether the defendant engaged in unauthorized copying.!®

Presently, however, courts are attempting to apply the idea/expression dichotomy to
programs®® on a case-by-case basis, and some commentators support this approach.
Davidson maintains. that it is not really that difficult to distinguish between the ideas and
expression of software.?®! Professor Goldstein assumes that courts can make the sepa-
ration. in computer program copyright infringement cases, stating that courts should
hold the defendant liable for literally copying the surface details of the plaintiff's work,
but should excuse the defendant who uses only functional elements of the plaintiff’s
work.?? Several practitioners advocate using the traditional Hand-Nimmer abstractions
approach®® to software, determining, for each case, at what level of a program's abstrac-
tions copyright protection should begin.2

Courts could certainly avoid upcoming litigation difficulties by limiting copyright
infringement, for software to. literal code duplication. This approach would be out-of-
step, however, with pre-software copyright cases holding that two works need not be
literally identical to be substantially similar.2%* This criticism is not dispositive; some
commentators argue that software should be treated differently from traditional literary

194 1d. at 56.

' fd. The competitor may, however, get a “free ride” by using the creator's advertising and
image-development.

' Nimmer and Krauthaus, supra note 36, at 43. The authors approve the use of the idea-
expression distinction as applied to, programs resembling fiction works, such as videogames. /d. at
41. Their position regarding organizational copying is that such copying should be infringement
“only il the duplicated structure encompasses the detail and entirety of the organization of a complex
work,” Id. at 52 (emphasis in original).

W7 Conley & Bryan, supra note 36, at 582.

198 £, at 587.

M9 1d. at 61213,

2 Sce infra Part 1V B.

21 Davidson, supra note 36, at 1082 & n.112.

%2 Goldstein, supra note 36, at 1124,

29 See supra notes 75-81 and accompanying text for a discussion of the “abstractions” approach.

4 Baumgarten & Meyer, supra note 191; Ladd &.Joseph, supra note 11; Reback & Hayes, The
Plains Truth: Program Structure, Input Formats, and Other Functional Works, 4 CoMpuTER L. No. 3, |
{1987); Reback & Siegel, supra note 134,

5. §ee, e.g., Sid & Marty Krofft Television Productions, Inc. v. McDonald's Corp., 562 F.2d
1157, 1167 (Sth Cir. 1977); Sheldon v. Metro-Goldwyn Pictures Corp., 81 F.2d 49, 55 (2d Cir.
1936); Nichols v. Universal Pictures Corp., 45 F.2d 119, 121 (2d Cir. 1930). See generally 3 M.
NIMMER, supra note 5, § 13.08[A], at 13-20 & n.4; supra notes 66-74 and accompanying text.,
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works. Professor Karjala, for example, argues that the broad concept of “expression”
used in traditional literary works infringement cases is inappropriate for computer
programs because programs are technology, and copyright does not protect technology,
absent some special policy justification.? Accordingly, Karjala concludes that only pro-
gram copying not involving the time, effort, skill or expense of reverse engineering
should be actionable.?? Similarly, Nimmer and Krauthaus assert that “(c]onfusion results
when copyright standards are applied to value-added use of technology.”®® Furthermore,
copyright law, the authors of the OTA Report write, cannot successfully be applied to
computer programs,®? because it is impossible to distinguish clearly between idea and
expression in a computer program by using traditional copyright analysis. 210

It seems clear, though, that immaterial variations, such as changes easily made with
a text editor, should not get the defendant off the hook in a software infringement case
anymore than trivial changes get the defendant off the hook in a traditional literary
work infringement case.?'! In the literary work case, paraphrasing is tantamount to
copying.2'# Just as trivial dialogue variations do not save a defendant who pirated a play,
trivial code variations should not allow a sofiware copyright defendant to avoid a finding
of infringement. Moreover, if a plagiarist may violate the copyright on a play without
duplicating dialogue,?® it would appear that a “clever copier” may violate the copyright
on a program without duplicating or even paraphrasing program code. In the literary
conlext, expression is not confined to the words of the protected work. Over forty years
ago Professor Chafee observed that expression ligs somewhere between an author’s ideas
and the manner in which that author wrote those ideas down.?' This principle, applied
to computer programs, would hold that a program'’s protected expression should not be
limited to its literal code,?!®

The commentators who doubt the appropriateness of applying to software the broad
concept of expression that is used in literary works infringement cases?’ appear to agree
that the “clever copier” who makes only trivial changes in the code of a protected
program is an infringer.2”” They object, however, to the idea that copyright protection
on a program should extend beyond protection against close paraphrasing of the code.®

26 Karjala; supra note 36, at 48-50.

1 Id, at 54-57.

w8 Nimmer & Krauthaus, supre note 36, at 13,

M8 TA Report, supra note 5, at BL.

20 Id. at 83,

11 3 M. NIMMER, supra note 5, § 13.03[A), at 13-20.2 & n.9.

72 Davis v. E.I. DuPont de Ncmuurs % Co., 240 F. Supp. 612, 621 (S.D.N.Y. 1965).

13 Sheldon v. Metro-Goldwyn Pictures Corp., 81 ¥.2d 49, 55 (2d Gir. 1936). Se¢ supra Part 11
1,

214 Chalfee, supra note 56, at 513, Chafee was concerned with the application of copyright to
mation pictures, the new technology of his time,

25 Nimmer and Krauthaus contend that there is a serious risk that extending copyright pro-
wection beyond a program’s code may over-protect the first author, imposing substantial restraint
on [uture de%ign and development. Nimmer & Krauthaus, supre note 36, at 48, The authors take
the position that the original programmer “arguably” should controf some adaptive works based
ot his work. Id. at 49,

18 See supra notes 206-10 and accompanying text.

27 §e¢ Karjala, supra note 36, at 40; Nimmer & Krauthaus, supra note 36, ut 49,

8 See GTA Report, supra note 5, at 81-85; Karjala, supra note 36, at 65, 75, 79; Nimmer &
Krauthaus, supra note 36, at 52, 56, 61.
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One argument against extending copyright protection beyond code duplication or close
paraphrasing is that there is nothing in a program like a novel’s expression; a program
is not written with aesthetics or communication to a human in mind, it i5s written to
instruct a computer.2'? Copyright protection covers not just literary or “arty” works,
however; it covers that which is deemed expression, whether in fact works, contest rules,
news reports, etc.?" It is not surprising that it is impossible to define precisely “expres-
sion” for programs;** copyright law does not attempt to define the “expression” in any
category of protected works. Instead, the line between idea and expression is drawn on
an ad hoc basis.??* The OTA Report statement that traditional copyright analysis is un-
helpful in distinguishing between idea and expression in a computer program?? is
incorrect.*** Courts may apply to programs the same “level of abstraction” analysis that
they have, for years, used to draw the line between protected expression and unprotected
ideas in traditional literary works,

The program design cycle itself?5 provides a strong basis for the position that
protected expression should not be limited to actual code. The actual code in which a
program is written is only the last step in the process of creating the work,?® just as the
words in which a novel is written are the last step in the novel-writing process. 1f the
novelist’s protected expression starts at a level more abstract than the words in his novel,
the program designer’s protected expression should start at a level more abstract than
the final coding. Code and protected expression, then, are not synonymous. Accordingly,
a program’s expression lies somewhere between the program designer’s ideas for solving
the overall program problem and the code itself.

If courts extend copyright protection beyond a program’s actual code, then courts
will have difficulty determining whether the defendant borrowed protected expression
or merely ideas from the plaintiff’s work. A later programmer is free to use the ideas
and methods used in a copyright-protected program. He or she need not work in
ignorance of what has already been done 22" If courts extend copyright protection beyond
the literal code, there is a risk that they will protect ideas or methods, and thus aver-
protect early works. To avoid this overprotection, it is necessary to recognize that all
programs contain many unprotected ideas.

21* Nimmer & Krauthaus, supra note 36, at 41.

0 See supra notes 93-101 and accompanying text.

221 See OTA Report, supra note 5, at 81.

22 See supra notes 76-81 and accompanying text.

23 OTA Report, supra note 5, at 83,

24 Baumgarten & Meyer, supra note 191, at 3.

25 See supra Pare 111 B.

20 See supra notes 139-57 and accompanying text.

Where, one might ask, is the expression in the object code version of a program? Davidson,
raising the question of “what is the legal relation between source and object code,” concludes that
source code and object code contain the same expression. Davidson, supra note 38, at 700-01.

27 Nimmer & Krauthaus, supra note 36, at 38. One author has contended that progress in
programming requires plagiarization, since progress comes in stepping-stone steps. Comment, supra
note 50, at 1292, The Whelan court rejected that contention. Whelan Assocs. v. Jaslow Dental
Laboratory, Inc., 797 F.2d 1222, 1238 (3d Cir. 1986), cert. denied, 107 S. Ct. 877 (1987).

Reback and Siegel apply the principle of the legality of taking a program’s ideas to the problem
of creating an operating system program to achieve IBM PC compatibility. See Reback & Siegel,
supra note 134. Additionally, Davis offers suggestions for creating a non-infringing operating system
that will run the application programs designed for the IBM PC. Davis, supra note 127,

+
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The observation that any program puts to work many unprotected ideas stems from
understanding how people design programs.®* Programs are designed by stating the
overall problem and then identifying the underlying subproblems. The top-down design
principle requires a programmer to divide the complex problem into smaller, less com-
plex problems, and then to find a solution for each smaller problem. Next, the program-
mer must decompose each smailer problem down to its most specific, detailed form, the
actual code.? The developer solves each smaller problem by putting an idea to work;
thus, a program must use many ideas to solve the overall program problem.?® The
program’s copyright protects none of the program’s internal ideas.

Separating a program’s internal ideas from its protected expression is difficult. The
separation process requires the factfinder to look inside both the plaintiff’s program
and the defendant’s program to determine and characterize what was taken by the
defendant. Where the defendant’s program resembles the plaintiff’s, it is tempting to
equate the unprotected ideas with overall program function, avoiding the necessity of
looking inside. The Third Circuit Gourt of Appeals made this mistake in Whelan Associates
v. Jaslow Laboratory, Inc.;** the decision has been criticized widely, 22 Limiting the unpro-
tected ideas to the program’s overall function, the highest “level of abstraction,™** over-
protects the copyright owner by giving copyright protection to the internal program
ideas. Copyright law, however, should reward the author of a work without giving the
author a monopoly on the ideas used in the work, If courts limit the unprotected ideas
to program function, everything in the program — all lower levels of abstraction — is
then protected expression, unavailable for use by subsequent developers of programs.
The Whelan court’s error was not its decision to give copyright protection at a level of
abstraction higher than literal code. Instead, the Whelan court erred by failing to correctly
apply the necessary limiting principle, that ideas used in the program are not protected.
If copyright protection for software extends beyond the literal code of a program,
factfinders must look inside the program for the unprotected ideas that accomplish the
overall program function. If the protected expression in a program extends beyond
literal code, unprotected ideas must be sought in the program at a level less abstract
than overall program function.

228 See supra Part [1] B.

229 §ee supra Part 111 B.

20 A program designer starts with an abstract goal — I wait to design a program that will
check the spelling of words” — and then breaks the abstract goal into more concrete concepts
identifying subproblems. The programmer’s mental processes concerning the desired spell-check
program might be something like this:

How do 1 use a computer Lo check the spelling of words in a user-created document?

1 do that by getting the computer to break the document into words, then by getting

the computer o compare each document word with a memory dictionary word. 1

need to tell the computer to display on the screen any document word that does not

match a dictionary word,
Once the programmer has identified the subproblems — divide document, compare document
word with dictionary word, display non-matches — he or she will work with each subproblem until
he or she figures out exactly how to get the computer to solve that subproblem, and, ultimately,
the over all abstract goal of the program.

231797 F.2d 1292, 1286 (3d Cir. 1986), cert. denied, 107 5. Cr. 877 (1987).

2 §ep, ¢.g., Karjula, supra note 36; Ladd & Joseph, supra note 11; Reback and Hayes, sufra
note 204,

238 §ee supra notes 77-81 and accompanying text.,
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In Section IV B of this article, two principles — (1) don’t confuse code with protected
expression, and (2) the necessary limitation on that principle, don't confuse overall
program function with the unprotecied idea — are analyzed in the context of the
computer software idea/expression cases decided to date. The recent Third Circuit
decision, Whelan Associates v. Jaslow Dental Laboratory, Inc., ignored the second principle,
confusing the program function with the unprotected idea.?* The Whelan court extended
copyright protection beyond literal code but then, instead of looking inside the plaintiff’s
program for unprotected ideas, the court equated the unprotected idea with the overall
program function.?® The impact of the Whelan error is discussed in Section V of this
article.

B. The Software Copyright Infringement Cases: Separating Idea from Expression

The idea/expression dichotomy first was raised in the computer program context in
the 1978 case Synercom Technology v. University Computing Co.2% In Synercom, both the
plaintiff and the defendants marketed programs designed to help engineers perform
structural analysis calculations.®” The plaintiff did not allege that the defendants copied
the actual code of the plaintiff’s program. Instead, the plaintiff alleged that the defen-
dants copied from the plaintiff’s input formats the data input formats shown in defen-
dants’ user’s manual, in violation of the plaintiff’s copyright rights. The plaintiff pro-
vided its program users with input format cards, which guided the user in the
arrangement and organization of data. The defendants’ user’s manual contained mirror
images of the plaintiff’s data input formats.®* The commercial success of the plaintff’s
program was largely attributed to the plaintiff’s user’s manuals and input formats, which
made the plaintiff’s program easier to use than other structural analysis programs on
the market.?* The defendants designed their structural analysis program to be “wholly
compatible” with the plaintiff’s program, meaning that the defendants’ program received
its data in the same manner as the plaintiff’s program.®® This “user interface” compat-

24 See Whelan, 797 F.2d at 1236.

235 Id

16 462 F. Supp. 1003 (N.D. Tex. 1978) {bench trial order}. The idea/expression dichotomy alse
has been addressed in numerous videogame copyright cases. In most of these cases the plaintiff
alleges a copyright in the audiovisual component ol the game. In such cases the court must
determine whether such game features as character appearance and game play action are idea or
expression. See, e.g., Frybarger v, International Business Machs. Corp., 812 F.2d 525, (9th Cir.
1987); Midway Mfg. Co. v. Artic Intt, [ne., 704 F.2d 1009, 1012, 1014 (7th Cir. 1983) (holding (1)
that videogames are copyrightable as audiovisual works; (2) that a “speeded-up” version of a
copyrighted game is a derivative work of the original game); Stern Elecs., Inc. v, Kaufman, 669
F.2d 852, 856 (2d Cir. 1982) (player participation does not disqualify videogames from copyright);
Midway Mfg. Co. v. Bandai-America, Inc., 546 F. Supp. 125, (D.N.]. 1982); Atari v. Amusement
World, Inc., 547 F, Supp. 222, (D. Md. 1981).

Some of the videogame cases have involved alleged infringemenis of both the computer
program that runs the game and the audiovisual component. See, e.g., Williams Elec., Inc. v. Artic
Int’], Inc., 685 F.2d 870 (3d Cir. 1982); Midway Mtg, Go. v. Strohon, 564 F. Supp. 741 (N.D. 11,
1983) (both holding that the ROM, object code contained on a silicon chip, is protected by copyright).

7462 F. Supp. at 1004. An IBM program performing the same general functions was on the
market even prior to the plaintiff's creation of its program. [d. at 1006.

#51d. at 1012. The defendants’ program used a preprocessor program that accepted data in
these formats. fd.

9 [d. at 1006.

240 7d. at 1008-09.
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ibility allowed former users of the plaintiff's program to switch to the defendant’s
program with a minimum of training and without losing data already accumulated on
key punch cards.2¢

The Synercom defendants contended that the plaintiff’s input formats were unco-
pyrightable blank forms.2*2 Because copyright protects only an author's expression,?
the defendants argued that material that contains no expression may not be the subject
of copyright. Accordingly, blank forms, which contain no expression, are not copyright-
able.?#t The court ruled, however, that forms that communicate information may be the
subject of copyright protection.? Judge Higginbotham in Synercem concluded that the
plaindff’s input formats “expressed,” 1o the user, by placement of line, shading, and
words, "whal data to place where and how to do it” and therefore, that they were not
blank forms.2¢

The Synercom defendants also argued that they had taken only the ideas expressed
in the plaintiff’s input formats.?” Judge Higginbotham, considering that contention,
avoided the error of identifying the unprotected idea with the function served by the
input formats, Instead, Judge Higginbotham held that the defendants, in copying the
ordering and sequencing of data from plaintiff’s input formats, copied only unprotected
ideas. This conclusion implicitly recognizes that the plaintiff’s input formats contained
unprotected ideas. Thus, the Synercom plaintiff’s competitors were not limited te dupli-
cating the function performed by the plaintiff’s work; they could use the ideas that the
plaintiff previously had used. The Syrercom plaintiff argued that the ordering and
sequencing of data were expression. Judge Higginbotham responded by asking what
“separable idea” is expressed by the ordering and sequencing of data.?® Had the judge
viewed the unprotected idea as the overall function of the formats, all levels of detail
beyond function would have been expression.?+

i Id, at 1009, Synercom is, no doubt, the first of many “user interface compatibility” cases, User
interface cloning may be the wave of the future as software distributors focus on designing software
that is easy to use. The software of tomorrow is likely to arrive with on-line documentation and
training rather than voluminous training manuals. Kellner, Next On-Line: Users Are Calling For a
New Face on Training, PC Wik, June 16, 1987, at 45.

242 462 F, Supp. av 1011,

243 See supra Part 11 D.

#4 Aldrich v. Remington Rand, Inc., 52 F. Supp. 752, 736 (N.D. Tex. 1942); Synercom, 462 F.
Supp. at 1011.

The principle that blank forms are not copyrightable usually is traced back to Baker v. Sclden,
101 U.8. 99 (1879), discuised supra notes 59-63 and accompuanying text,

245 Synercom, 462 F. Supp. at 1011 (citing Harcourt, Brace & World, Inc. v. Graphic Controls
Corp., 329 F. Supp. 517 (5.D.N.Y. 1971)). See generally 1| M, NimMmER, supra note 5, § 2.18,

6 Synercom, 462 F. Supp. at 1012,

247 ld.

248 fd, ar 1013, If Judge Higginbotham had viewed the ordering and sequencing of data as
protected expression, the defendants had another fall-back argument, merger — because use of
the idea of input formats requires substantial duplication of Synercom’s arrangements, copyright
protection should not be allowed. Id. at 1013. There were hundreds of programs available for
structural analysis, all with data input formats. Only the plaintiff’s and defendants’ program used
the input formats developed by the plaintiff. Id. a1 1007. Obviously there were other ways to instruct
users as to data input. The key to the merger defense is the level of abstraction at which the idea
is defined — if the unprotected idea is simply the input format function, the merger argument
must fail. If, however, the unprotected idea is this particular way of entering data, the argument
would succeed.

243 As an alternative basis for the conclusion that defendant’s use of the plaintiff’s input formats
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In four later software idea/expression cases — SAS Institute, Inc. v. S & H Computer
Systems, Inc.;** Q-Co Industries, Inc. v. Hoffman;?t Plains Cotlon Cooperative Association v.
Goodpasture Compruter Service;*® and Digital Communications Associates, Inc. v. Softklone Dis-
tributing Corp.,** — the courts recognized, like Synercom, that a computer program
contains many uncopyrightable ideas. SAS, Q-Co, and Plains involved alleged copying of
the plaintiff's program code or program structure; DCA, like Synercom, involved user
interface copying.

In SAS the plaintiff maintained that the defendant used the plaintiff’s object code
and source code to create a statistical analysis program similar to the plaintiff’s.2* The
plaintiff’s program ran only on IBM-compatible computers. The defendant “transiated”
or converted the program so that it would run on non-IBM computers. The plaintff
claimed that the defendant’s product was either a “copy” of its program or a “derivative
work™ based on that program. In developing the new program, the defendant made
printouts of the plaintiff's source code available for the defendant’s programmers to
examine.?* The SAS court found that the defendant used the plaintiff’s source code
“extensively and systematically” in preparing the defendant’s product. Also, although
the defendant’s program was not a duplicate of the plaintiff’s, the court ruled that the
translated program dréw heavily from the plaintiff's program.2¢ Further, the defendant
prepared no design documentation for its software, which the court also considered
evidence of wholesale copying.2?

If the SAS court considered whether the defendant took unprotected ideas or
protected expression, it is not apparent from the court’s opinion.?® If, as the judge

was not infringement, the court stated that “if the court is wrong in its finding that order and
sequence are expressed ideas, not expressions, its alternative holding is that the formats are not
copyrightable.” id. at 1014. Is the court, in stating that “the formats are not copyrightable,”
analogizing to the “blank forni” cases? Thut seems unlikely, since, earlier in the opinion, the court
rejected the defendant’s contention that the forimats were uncopyrightable blank forms. /d. at 1011—
12. [s the court here stating that in an input format the idea and the expression have merged? If
the court is stating that the ideas in the input formats are capable of only one expression, the
statement is less than clear.

0 605 F. Supp. 816 (M.D. Tenn. 1985).

1 625 F. Supp. 608 (S.D.N.Y. 1985).

2 807 F.2d 1256 (5th Cir.), cert. dented, 108 S. Ct. 80 (1987),

3 659 F. Supp. 449 (N.D. Ga. 1987).

*4 SAS Inst., Inc. v. § & H Compuiter Sys., Inc., 605 F. Supp. 816, 817 (M.D. Tenn. 1985),
SAS was tried without a jury in the fall of 1983, 1d.

=% fd. ar 821 (Finding 30). The programmers had text editors available to help them cdit and
rearrange the plaintiff's code. /d. at 22 (Finding 31). The text editor was used to systematically
change code. fd. at 823 (Finding 44).

6 Id. at 822. One of the plaintiff's experts testified that he had identified forty-four specific
instances in which the defendant’s program showed evidence of direct copying from the plaintifi’s
work. The defendant argued that a showing of forty-four examples of copying in the context of
186,000 lines of source code established, if anything, trivial similarities between the programs. The
court rejected the defendant’s contention. 605 F. Supp. at 822 (Findings 35 and 38). The defendant
had destroyed carlier versions of its source code that were more similar to the plaintiff’s code. /d.
at 822-23 (Finding 40).

7 1d. at 823-24 (Finding 46). In further support of its conclusion of copying, the court noted
that the defendant's program contained functionless references that were present in the plaintift’s
code. /d. at 824 (Finding 52).

%% See 1d. at 825 {Finding 58) (stating that the copying was of expression, not merely ideas); id.
at 829 (whether the similarities are of idea or expression is a question of fact, and the court found
as a matter of fact that the defendant duplicated expression).
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decided, the defendant extensively used the plaintiff’s source code, the defendant prob-
ably should be viewed as having taken expression not just ideas. Even though the court
did not idenify the program’s unprotected ideas or explain why what was taken qualified
as expression, the court nonetheless avoided the error of equating the unprotected idea
with program function. The SAS court stated that the defendant presented no evidence
that the “functional abilities, ideas, methods, and processes of [the plaintiff’s program]
could be expressed in only very limited ways."? This statement indicates implicitly that
the plaintiff’s program contained many ideas. Here the court appears to have recognized
that there are many unprotected ideas within the protected program.

The SAS court clearly recoguized this article’s principle that code and protected
expression are not synonymous. The SAS defendant maintained that its statistical analysis
program could not be substantially similar 10 the plaintiff’s because the plaintiff had
shown that the defendanc directly copied from the plaintiff’s program only forty-four
lines of the defendant’s 186,000 total lines of source code.? The court rejected that
contention, finding instead that the defendant’s copying “pervaded” the defendant’s
product.®! The defendant, in the court’s view, did more than copy specilic lines of code;
rather, the defendant also copied the “organization and structural details” of the plain-
tif{’s work. 25

Accordingly, the SAS court acknowledged that a program’s expression is not limited
1o its code; organization and structural details also are protecied expression. The SAS
court made that point more explicit by citing Meredith Corp. v. Harper & Row, Publishers,
Ine. 2 In Meredith, the court found that the defendant duplicated a textbook’s expression
by outlining the textbook and giving sections of the outline to writers who then wrote
new text based on Lheir assigned outline segments.® The Meredith court found infringe-
ment based primarily on the defendant’s duplication of the plaintiff’s topic selection and
arrangement.?® The SAS court found that the SAS defendant followed a procedure
similar to that used by the Meredith defendant, picking a leading work and duplicating
the basic outline of that work. The SAS defendamu even provided portions of the
plaintiff’s source code to the programmers whe wrote the defendant's code, the court
noted, 266

259 [d, at 825 (Finding 60). For criticism of this court’s emphasis on the defendant’s bad faith,
see Ledsinger, supra note 119, at 268-75; Radclifle, Recent Developments in Copyright Law Related to
Computer Software, 1985 Compruter L. Repr. 189, 194, Another commentator views the case as
suggesting that the courts may be moving toward the view that the defendant’s course of devel-
opment of its software is relevant to proving substantial similarity. See Note, supre note 4, at 515-
16.

=0 605 F. Supp. w 822, 830 (Finding 38).

2l Id. at 830.

=2 fd at 822, 830 (Finding 38). The court also noted that two of the plaintiff’s employees, on
observing carlier versions of the defendant’s source code, found numerous instances of “literal,
near literal, and organizationsl copying.” Hd. at 822 (Finding 39), The court concluded that the
detendant had destroyed earlicr versions of its source code to disguise its conduct. Id. at 824,

23 378 F. Supp. 686 (S.D.N.Y.), aff d, 500 F.2d 1221 (2d Cir. 1974), (slip op. after trial), 413 F.
Supp. 385 (5.D.N.Y. 1975).

4 Meredith, 413 F. Supp. ut 386,

265 See id. at 386, 387. Only cleven percent of Meredith defendant’s actual prose was copied from
the plainufTs work. fd. at 380.

26 §AS, GO5 F. Supp. aL 830. The $AS case, as onc commentator has suggested, demonstrates
the difficulties of evidence and proof in sofiware copyright litigation, By the time of trial the
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The SAS court noted that substantial similarity of protected expression does not
require literal identity — "a play may be pirated without using the dialogue.”2” The
court adopted as a finding of fact the testimony of an expert concerning the nawure of
programming:

[Bleginning with a broad and general statement of the overall purpose of
the program, the author must decide how ta break the assigned task into
smaller tasks, each of which must in turn be broken down into successively
smaller and more detailed tasks. At the lowest levels the detailed tasks are
then programmed in source code. At every level, the process is characterized by
choice, often made arbitrarily, and only eccasionally dictated by necessity. . . . As the
sophistication of the calculation increases, so does the opportunity for vari-
ation of expression.ze

The court’s conclusion that the defendants duplicated not just ideas, but also expression
may have stemmed from a belief, based on this testimony, that choices made by a program
author at detailed levels of the program preparation are expression.

In both Q-Co* and Plains,?™ the courts held the defendant did not infringe the
plaintift’s copyright, although in cach case the defendant’s program was very similar to
the plaintiff’s program.?” In each case the plaintiff alleged that its program was infringed
by a program prepared by the same programmers who earlier had created the plaintiff’s
programn.#* The defendants in both cases obviously were completely familiar with the
plaintiff’s program. In neither case, however, did the defendant literally duplicate the
plaintiff’s work,

In Q-Co the court found that there were four modules common to the plaintff's
and defendant’s programs, but ruled that the defendant had taken only ideas, not

defendant had destroyed early source code printouts. Expert witnesses testified based on recon-
structed source code. The defendant apparently comtinued to modify its program during the course
of litigation, eliminating previously spotted similarities. Radcliffe, supra note 259, at [94.

¥7 845, 605 F. Supp. at 829 (quoting Sheldon v. Metro-Goldwyn Pictures Corp., 8t F.2d 49,
55 (2d Cir.), cert. denied, 298 U.S. 669 (1936)).

6 4. at 825 (Finding 59) (emphasis added).

29 Q-Co Indus,, Inc, v. Hoftman, 625 F. Supp. 608 (S.D.N.Y. 1985).

20 Plains Coton Coop. Ass'n v. Goodpasture Computer Serv., Inc., 807 F.2d 1256 (5th Cir),
cert. denied, 108 S. Ct. 80 (1987).

¥t The Plains court described the defendant's program as very similar to the plaintilf’s “on
the functional specification, programming, and documentation levels.” 807 F.2d at 1259. The Q-Co
defendant’s program contained four modules corresponding to four of the twelve modules in the
plaintiff’s program. 625 F. Supp. at 614.

2 ()-Co, 625 F. Supp. at 611; Plaing, 807 F.2d a1 1258, One of the individuals involved as
defendants in Q-Co had formerly worked for the plaintff and had developed a teleprompter
conversion program for the plainiff. After the delendant left the plaintiff’s employment, the
defendant and another programmer prepared a software program to turn an IBM PC into a
teleprompter. The two programs had some differences arising out of the hardware differences
between the IBM PC and Atari PC, the computer for which the original program was designed.
The second program was written in a different computer language than the plaintiff’s program
and employed distinct algorithms, 625 F. Supp. at 61 1-15.

In Plains the individuals who created for the plaindff a mainframe software system, designed
to assist farmers in the growing and marketing of cottan, left the plainiff’s employment. They
evenwally went to work for the defendant, where they crented a personal computer program
serving the same purpose. 807 F.2d at 1257-59.
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expression.?” This ruling recognizes implicitly that the modules contained many unpro-
tected ideas. The Q-Co court found the four corresponding modules to be “similar in
structure and organization, including a few structural similarities.”?* The court stated
that the plaintiff did not show that the defendant’s program modules contained any
unigque expression derived from the plaintiff’s work. Rather, the court found, the de-
fendants reused only the ideas they had used earlier in designing the plaintif’s mod-
ules 77 .

In Plains, the Fifth Circuit upheld the district court’s findings, made on a motion
for a prelimiﬁary injunction, that the plaindff did not demonstrate that the defendant
had copied the plaintff’s protected expression.?” The program designers testified that
they did not, in preparing the defendant’s personal computer program, refer back to
the plaintiff's mainframe program, which they had earlier created; they merely reused
their knowledge of the industry.#”” The Fifth Circuit refused to reverse the trial court,
stating that the evidence indicated that many of the similarities between the two Plains
programs were dictated by the externalities of the industry.#™ This statement may be an
acknowledgement that many unprotected ideas go into the design of any program.

Whether Q-Co and Plains recognize that code and protected expression are not
synonymous is questionable, The Plains appellate court, noting that the issue of whether
the reproduction of a program's organizational structure was copyright infringement
was presented only on a partially developed record from the denial of a preliminary
injunction, “decline[<] to hold that [sequence and organization] patterns cannot consti-
wite ideas in a computer context.™?™ Similarly, in @-Ce there were no allegations of
outright code copying. The plaintift’s and defendant’s programs were written in differ-
ent compauter languages and used different algorithms.? The court found that the
defendant's program was a different program “because of language and hardware.”® In
so stating, the court may have equated protected expression and programming code —
the court’s emphasis on the use of a different language may stem from a belief that
protected expression is limited 10 code. The Q-Co court concluded that “the [plaintiff’s
and defendants'] modules in different languages were similar in the sense of ideas 'rather
than expressions.”?2 Although it is itnpossible to know, the court may have identified
the program similarities as idea-level similarities simply because there was no code
duplication,.

273 525 F. Supp. at 616,

4 id. at 614.

25 Jd, at 616. The (-Co court stated that “there is no testimony cstablishing any unigue
expression based on the existence of the . . . medules, since the same modules would be an inherent
part of any prompting program.” Id. a1 616. Althvugh the court seems to recognize the existence
of unprotected ideas within the modules, the reasoning is puzzling. Is the court saying that the
modules contain no expression because they contain no novel ideas? Such a conclusion would be
incorrect. See supra notes 16=18 and accompanying text.

26 Plains Cotton Coop. Ass'n v, Goodpasture Computer Serv., Inc., 807 F.2d at 1256, 1262
(5th Cir.), cert. denied, 108 S, Cu. 80 (1987).

277 fd. at 1260-61.

78 Id. at 1262,

279 fd.

20 625 F. Supp. at 614,

' Id, at 615 (emphasis added).

282 Id'
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The Q-Co court also addressed the plaintiff's claim that the defendants’ program
was a derivative work based on the plaintiff’s program.z In this context, the court did
consider “the relevance of similarities of [program] structure and organization,”® re.
ferring to Synercom®s for guidance. Judge Higginbotham, questioning in Syrercom
whether the input formats copied by the defendants were protected expression, asked
what separable idea was being expressed in the formats.? To answer that question
Judge Higginbotham analogized 1o the “Figure-H” pattern of an automobile stickshift,
Judge Higginbotham labeled the “Figure-H" pattern itself the idea. Expression of this
idea, according to Judge Higginbotham, would take some form other than the stickshift
itsel{: “The pawern . . . may be expressed in several different ways: by a prose description
in a driver's manual, through a diagram, through a photograph, or driver training film,
or otherwise.”#” Although each of these examples would be protected by copyright,
Judge Higginbotham reasoned, the copyright on a form of expression would not prevent
another car maker from using the Figure-H shift.2% The Synercom analogy is disturbing
in the context of software, however, because Judge Higginbotham seems to be equating
protected expression with description of a functional object. If only descriptive or in-
structional material qualifies as expression, then programs do not contain expression, 289
Although prose descriptions of the software, user manuals, and reviews of software
performance would qualify as protected expression, the functional object itself — the
program — would be only an unprotected idea. The Q-Co court expanded the Synercom
stickshift analogy, concluding that the program order and organization could “be more
closely analogized to the concept of wheels for the car rather than the intricacies of a
~ particular suspension system."** Thus it appears that the Q-Co court is holding that vnly
complex programs qualify for copyright protection. The Q-Co court further noted that
the SAS*' court had considered the relevance of organizational similarities in the plain-
tiff’s and defendant’s programs, but it distinguished SAS because SAS involved “slavish
copying” by the defendant.®* The difference between the hardware used by the plainff
and the defendant, the Q-Co court stated, would have made slavish copying impossible
in this case, 3
In DCA®™ the question before the court was whether the defendants’ program
infringed the plaintiff’s audiovisual work copyright on the arrangement and design of

3 fd, at 615-16.

4 Id, ai 616.

™ Synercom Tech., Inc. v, University Compuiing Co., 462 F. Supp. 1003 (N.D. Tex. 1978).
See supra notes 204—09 and accompanying text for a discussion of the facts of the case.

26 fd. at 1013.

287 Id,

288 ]d.

“9 Under this view the program comments — program statements that guide the programmer
and are not translated into machine code — could be expression, but nothing else in the program
would be.

30 (-Co, 625 F. Supp. at 616.

21 605 F. Supp. 816 (M.I}. Tenn. [985).

2 ()-Co, 625 F. Supp. at 616.

293 I,

24 Digital Communications Ass'n v. Softklone Distrib. Corp., 659 F. Supp. 449 (N.D. Ga. 1987).
The original name of the case was Microstuff, Inc. v. Softklone Distributing Corp. In 1986 Digital
Communications Associales purchased Microstuff. DCA was then substituted as the plaintiff in the
action. Id. at 453.
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a program’s status screen.?® The plaintifi’s program, Crosstalk, enabled a user’s com-
puter to “communicate” with other computers, allowing a microcompulter user to access
information stored in other microcomputers or in & remote mainframe computer.2%
Crosstalk was a commercial success.®” The success was partly attributable to the pro-
gram’s “status screen,” or main menuy, which appeared immediately following the sign-
on screen display to give the user the program’s parameter/command terms under
various descriptive headings and to allow the user to enter commands changing the
program’s operation.? The DCA defendant, ForeTec Development Corporation, ob-
tained through commercial sources a copy of Crossialk for purposes of developing a
“clone” of Crosstalk.?® ForeTec’s legal counsel advised the company that though the
Crosstalk program’s source and object codes were protected by copyright, the status
screen was 1ot copyrightable. Accordingly, the attorney concluded that use of a similar
or identical siatus screen should not constitute an infringement of the plaintitf’s copy-
rights.® ForeTec then developed a Crosstalk clone called “Mirror,” which it began
marketing

After DCA filed suit and moved for a preliminary injunction, the defendants con-
tended that status screens are not copyrightable because status screens are a necessary
expression of the idea underlying stawus screens.®? In order to analyze that contention,
the court had to identify the unprotected ideas involved in the status screen. The court
could simply have stated that the status screen’s “idea” was that of communicating with
the program’s user. Since every program has a user interface, it would be easy, under
that approach, to conclude that there are various means of achieving the desired purpose.
Because there are various means of achieving the desired purpose of communicating
with the user, the plainiff’s status screen would then be, in its entirety, protected
expression.

The DCA court did not choose to identify the idea underlying the status screen as
merely coommunicating with the user. Instead of defining the unprotecied idea in terms
of the overall function, the court defined the program’s idea as “the process or manner

295 Id, at 452. One of the defendants’ defenses to the copyright infringement action was that
the Crosstalk status screen was not copyrightable subject niatter. As a preliminary matter, the court
had to decide whether a program's copyright protection extends to the program’s screen display:
Does capying a program’s screen display, absent copying of the source code, object code, sequence,
organization or structure, inlringe the program’s copyright? Judge O’Kelley ol the Northern District
of Georgia determined in DCA that screen displays are not protected by the program’s copyright.
The court then went on to consider the plaintiff’s claim that the defendants’ copying of the
plaintift’s stutus screen infringed the plaintff’s separate copyright on the stawus screen. /d. at 455-
56.

6 Id, a1 452,

207 Id.

28 i, The plaintiff obtained copyright registrations on the Crosstalk User Manual, the program
isell and the “main menu” status screen, /d, at 454.

299 Id. a1 453.

o0 Id

%1 Id. ForeTec formed a separate corporation, a wholly owned subsidiary, Softklone Distrib-
uting Corporition, for the purpose of marketing and distributing Mirror. 7d.

302 Id, at 457, The delendants, relying on Baker v. Seleden, 101 U.S. 99 (1879), argued both
that (1) the Crosstalk status screen is a necessary expression of its idea 50 as 10 merge expression
with idea; and (2) that the status screen is nothing more than a “blank form” for recording the
program user’s choices of connnands and parameters. The court rejected both contentions. 659 F.

Supp. at 45657,
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by which the status screen . .. operates.” The expression, therelore, is “the method
by which the idea is communicated to the user,”30s

In DCA, Judge O'Kelley identified ideas within the status screen. “Certain aspects”
of the screen, he stated, “are clearly ideas which any other party, including the defen-
dants, could legally copy.”*> The use of a screen to reflect program status is an idea, the
court ruled, as is the use of a command-driven program and the typing of two symbols
Lo activate a command,®% The DCA defendants, however, took more than those ideas
from DCA’s program. Rather, the court stated, the defendant copied arrangement
headings, capitalization, and highlighting from the plaintiff’s screen, features that in-
volved “considerable stylistic creativity and authorship above and beyond the ideas
embodied in the status screen.”™” This copying was, in Judge O'Kelley’s view, not
necessary for use of the screen’s ideas. Accordingly, the defendant’s merger defense
failed.®® The court concluded that the defendant’s screen was substantially similar to
the plaintiff’s at both the idea level and the expression level and granted the preliminary
injunction.’®

In E. F. folmson v, Uniden Corp., decided in 1985, a few months after SAS and before
DCA, the defendant reverse engineered the plaintiff’s software to create a trunked logic
mobile radio compatible with the plaintiff’s mobile radio system.>'? Uniden, like SAS, is
a pre-Whelan “translation” case recognizing that code and protected expression are not
synonymous. The Uniden defendant introduced into evidence a line-by-line, side-by-side
comparison of the plaintiff’s and defendant’s codes translated into a common language.
It was, to the court, “obvious at a glance that the programs thus depicted are not line-

%03 I, au 458. '

¢ fd. This definition of expression will not work for progrum code or program organization
copying cases. In program code or organization cases, the program is designed to instruct the
machine, so communication to the user cannot be the test for expression,

305 fd. av 459,

306 [d

7 fd, av 460,

398 fd. The defendants relied on Synercom, arguing that the status screen, like the input formats
in Synercom, was the necessary expression of the idea and thus merged with the idea. As Judge
O’Kelley pointed out, however, the Syrercom defendant did not create format cards with the same
headings and shaded areas as the plaintiff’s input formats. Id. As to the Synercom court's murky
alternative holding that formats are not copyrightable, Judge O'Kelley in DCA found that though
the Synercom format cards showed no stylistic creativity beyond data sequencing, the DCA plaintiff's
status screen involved consideruble stylistic creativity and authorship beyond the level of the ideas
embodied in the status screen. Id.

As to the defendants’ “blank forms™ argument, the court concluded that the status screen, even
if a "form,” expressed and conveyed information and was therefore copyrightable. 7d. at 462.

*°Jd. at 465. On August 10, 1987!the parties announced that they had settled the case and
that the defendant would drop its appeal to the Eleventh Circuit. Computer Industry Litigation Rep.,
August 24, 1987, at §351-52.

Litigation in the “user interface™ copying area continues, with two cases filed in 1987 by Lotus
bevelopment Corporation alleging that detendants copied the organization, structure and sequence
of Lotus 1-2-3 and the “user interface” of Lotus 1-2-3, and with Apple Compulter, Inc. v. Microsoft
Corp., C.A. No. C 88-20149 (N.D. Cal., filed Mar. 17, 1988). The user interface litigation is referred
w in the software industry as “look and fecl” copyright litigation. See supra note 69 and accom-
panying text for the origin of that phrase. The Lotus cases are Lotus Dev. Corp. v. Mosaic Software,
Inc., C.A. No, 87-0074-K (D). Mass. filed on Jan. 12, 1987); and Lotus Dev. Corp. v. Paperback
Software Int'l, No. 87-0076-K (. Mass., filed Jan. 12, 1987).

30 E.F. fohnson Co. v. Uniden Corp., 623 F. Supp. 1485, 1489-90, 1492 (D. Minn. 1985).
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by-line duplications.”*"! The court found the line-by-line code differences unconvincing,
however, recognizing that the defendant’s actual program code would have to look
different from the plaintiff’s code because the plaintiff and defendant used different
microprocessors.®? Literal translation of the plaintiff's program into a language com-
patible with the defendant’s microprocessor, the court noted, “necessarily involves a
skewing of the program such that line-by-line comparison becomes meaningless,”!*
Additionally, the courl recognized that one microprocessor will require a different
number of commands than a second microprocessor.?!

"The Uniden court held that the defendant’s program was substantially similar to the
plaintiff’s at the level of expression as well as at the level of ideas,*'® even though the
defendant’s code and plaintiff’s code, when translated into a common language, did not
look alike. Thus, the court recognized that expression begins somewhere between the
general outline of the program and the coding. Additionally, the court stated in a
footnote that the defendant’s program would have been non-infringing if the defendant
had “contented itsell with surveying the general outline of the [plaintiff’s program],
thereafter converting the scheme into detailed code through its own imagination, cre-
ativity, and independent thought."*% AL some point in the program’s design, the court
noted, “the idea or 'broad and general statement of the overall purpose’ of the program
merges into the expression, the ‘smaller and more detailed tasks’ necessary to carry out
that idea.”"? This statement implicitly acknowledges both that the plaintiff’s program
contained many unprotected ideas and that protected expression is not just the code
itself. The court came close o applying 2 Hand-Nimmer abstractions test,>'® noting that
a programmer designs a program by breaking the program's overall purpose into suc-
cessively smaller tasks, and finally expressing each detailed Lask in source code.®® The
Uniden court did not go on to draw the line between idea and expression, however,
because the defendant took virtually the plaintiff’s entire program 3@

8. at 1497,

312 1d. The plaimill’s program was designed 10 run on an Intel microprocessor, whereas the
defendant’s program ran on a Hitachi microprocessor. fd.

33 /d. The court noted that the district court in Whefan, despite finding that the defendant's
BASIC program was not a line-by-line duplication of the plaintiff's EDL program, had concluded
that copying had taken place. fd. {citing Whelan Assocs. v. Jaslow Dental Laboratory, Inc., 609 F.
Supp. 1307 (E.D. Pa. 1985), aff 'd, 797 F.2d 1222 (3d Cir. 1986), cert. denied, 107 S. Cv. 877 (1987)).
The Uniden opinion quoted Whelan's coamment that “transferring or converting from one computer
language to another is not comparable to translaling a book written in English to French.” Id. at
1497 (quoting Whelan, 609 F. Supp. at 1320),

314 ld.

913 /d. ar 1501, 1503, The delendant's program utilized the same sample error table as the
plaintiff’s program and sampled incoming “bits” at the same specd as the plaintiff's programs —
choices that did not make functional sense tor the defendant’s microprocessor. Id. at 1494. The
defendant’s program also contained the same superiluous instructions and the same select call
prohibit features as the plaintiff’s. [d. at 1495-96. Additionally, thirty-cight of the plaintiff’s
program’s [orty-four subroutines appeared in the defendant's program, /d. av 1496-97.

818 14, at 1501 n.17.

17 [d, (quoting SAS Inst., Inc. v. 8 & H Computer Sys., Inc.; 605 F. Supp. 816, 825 (M.D. Tenn.
1985)). The internzl quotations are from SAS.

318 Sge supra notes 77-81 and accompanying text.

39 623 F. Supp. at 1501 n.17 (quoting SAS, 605 F. Supp. at 825).

30 [d, In another fuotnate the Uniden court stated that the "bottom line” in a computer software
context “is whether the copyrighted instructions are the sole means of accomplishing a given task -
... Id. at 1501 n,16. This statement is correct in the context of an analysis of a merger defense.
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The Whelan®*! court, in holding that a program’s copyright protects a program’s
structure, obviously recognized thit a program’s protected expression is not limited to
its code. The court noted that it hdd long been established that works of literature may
be infringed without substantial literal similarity. The copyright on a play or book, for
example, may be infringed by taking the plot.*22 Thus, the court reasoned that “by
analogy to other literary works, it would ... appear that the copyrights of computer
programs can be infringed even absent copying of the literal elements of the program,s2s

In Whelan, the court decided the “first impression” question of “whether the struc-
ture (or sequernce and organization) of a computer program is protectable by copyright,
or whether the protection of the copyright law extends only as far as the literal computer
code.”* The plaintiffs in Whelan owned “Dentalab,” an Event Driven Language (EDL)
program helpful in the operation of dental laboratories. The Whelan defendants, former
sellers of the plaintiff's program, developed and sold a BASIC-language applications
program similar to Dentalab.’?> The defendant's program was not a mechanical or direct
translation of Dentalab;** the differences between EDL and BASIC made a literal
translation impossible.®? As the plaintiff’s expert wiiness testified, there were three
similarities between the two programs; the file structures, the screen outputs, and five
important "subroutines” virtually were identical in the two programs.32

321 Whelan Assocs. v. Jaslow Dental Laboratory, [nc., 797 F.2d 1222 (3d Cir. 1986), cert. denied,
107 8. Cu. 877 (1987).

%22 Id, at 1234.

% Id. For the viewpoint that the analogy to traditional literary warks is inappropriate, see
Karjala, supra note 36, at 48-51, 61.

Interestingly, the Whelan appellate court cited SAS as supparting the Whelan conclusion that
the organization of a program is protected by copyright. According o Whelan, the SAS court
considered “the organizational similarities of the (plaintiff’s and defendant’s] programs” in reaching
its decision that the defendant’s program violated the plaintiff’s program. 797 F.2d at 1239. §AS,
it is true, did include a finding that the defendant’s program “follows the Grganizational structure
of [the plaintiff’s program], down to a detailed level.” See SAS, 605 F. Supp. at 825-26. One of the
plaintiff’s experts testified that the defendant’s program “employed a very close paraphrase of the
[plaintiff’s program’s] organization and' structure.” fd. at 826. The SAS court concluded that the
defendant’s copying not only affected specific lines of code but also pervaded the entire product,
in that it involved copying of the “organization and structural details” of the plaintiff’s work. fd. at
830. Although this language foreshadows the Whelan claim that copying the program’s organization
is, even without code copying, infringement, the $AS defendant apparently copied at a more detailed
level than program organization. The SAS infringement involved both code similarity and organi-
zational copying. Whelan involved only the latter.

324 797 F.2d at 1224 (footnote omitted).

2 1d. at 1226. The plaintiff in this case, a sofiware consultant, had originally developed
Dentalab for the defendant corperation. Id. at 1225-26. The plaintff then hired the defendant o
market the program. The plaintiff’s program was written in EDL, the language used in a particular
series of IBM computers. One of the individuals associated with the defendant corporation realized
that Dentalab, because it was written in EDL, could not be used on the smaller personal computers,
He developed a program in the BASIC language and called it “DENTCOM.” Jd.

326 Id. ar 1228,

%7 Radcliffe, supra note 259, at 196. Sec supra Part 111 C regarding translations of programs.

%28 797 F.2d at 1228. One of the deferdants’ witesses compared the source code and object
code of the two programs and testified about the differences between the programs. That witness
concluded that *'substantive differences in programming style, in programming structure, in al-
gorithms and data structures, all indicate that the [defendants’ program] is not directly derived
from Dentalab.™ Id,
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The district court held that the defendant's program was substantially similar to the
plaintiff’s program because the two programs’ structures and overall organization were
substantially similar®® Accordingly, the district court concluded that the defendant’s
program violated the copyright on Dentalab.®" On appeal, the Whelan defendants con-
tended that the district court’s holding of infringetment was erroneous because copyright
covers only the literal elements of computer programs and the plaintiff did not show
that the defendant literally copied the program source code or object code®! The
structure of a program, the defendants maintained, is by definition the idea and not the
expression of the idea.?? The appellate court, acknowledging that it is frequently difficult
to distinguish a work's ideas from the work's expression,’ formulated “a rule for
distinguishing idea from expression in computer programs.”* The Whelan court, citing
Baker v. Selden,®™s determined that “the purpose or function of a utilitarian work would be the
work’s idea, and cverything that is not necessary to that purpose or function would be part of the
exprresston of the idea."®® Further, the court stated that "where there are various means of
achieving the |program’s] desired purpose, then the particular means chosen is not
necessary to the purpose hence there is expression, not idea."

This Whelan “rule” is, in part, a direct echo of language of the same appellate court’s
decision in Apple Computer, Ine. v, Franklin Computer Corp. ¥ In Franklin, decided in 1984,
the plaintift Apple alleged that the defendant had duplicated Apple’s copyrighted op-
erating systems software. The defendant Franklin admiued duplicating Apple pro-
grams.3® Franklin's goal in copying Apple’s operating systems program was to make
Franklin's "ACE 100" personal computers compatible®* with the numerous application
programs designed 1o run on Apple 1I computers.®! The district court in Franklin denied
Apple's motion for a preliminary injunction. The court expressed doubt as to the
copyrightability of object code and operating system programs, and held that Apple had
not made the necessary showing of likelihood of success on the merits.®2 On appeal, the

32 Id.

30 Jd, Access was undisputed, the defendant having used and marketed Dentalab. /d. at 1225-
26.

31 1d, ar 1238,

332 fd, ar 1235,

333 Id

34 fd. at 1235-36.

35 101 U.8. 99 (1879). See supra Parts 1L C and 1 for a discussion of Baker v. Selden.

336 707 F.2d at 1236 (citation omited, emphasis in original).

7 fd. (Footnote oinitced).

338 714 F.2d 1240, 1258 (3d Cir. 1983), cert. dismissed, 464 U.S5: 1033 (1984).

39 [, ac 1245, Similarly, in Apple Computer, Inc. v. Formula Intl, Inc., 725 F.2d 521 (9th Cir.
1984), the defendant, charged with copying Apple operating systems programs to make its “Pine-
apple” computer Apple-compatible, conceded substantial similarity for the purpose of the appeal.
725 F.2d a1 522-23.

340 See supra notes 130-3% and accompanying text for a discussion of “compatibility.

1714 F.2d at 1245, 1263,

32 Apple Computer, Inc. v. Franklin Computer Corp., 545 F, Supp. 812, 825 (E.D. Pa. 1982),
rev'd, 714 F.2d 1240 (3d Cir. 1983), cerd. dismissed, 464 U.S. 1033 (1984), Many copyright cases lirst
come to court on the plaintiff's motion for a preliminary injunction, According to “black leteer”
law on preliminary injunctions, the movant (plaintiff) has the burden of proving four elements;
(1) that the movant has a substantial likelihood of success on the merits; (2) that there exists a
substantial threat ol irreparable injury if the injunction is not issued; (3} that the threatened injury
1o the moving party owtweighs any damage the injunction wigl cause the defendant; and (4) tha

"
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Court of Appeals for the Ninth Circuit held in Frankfin that a computer program is a
“literary work” whether it is in object code or source code, and is thus protected.3 Nexi,
the Franklin court considered whether copyright protection extends to operating systems
programs. The defendant proposed two theories that operating systems are not protected
by copyright. The defendant contended that operating systems programs either are a
process, system or method of operation,*# excluded from copyright protection by section
102(b) of the Copyright Act,** or that operating systems are, in their entirety, unpro-
tected ideas.®* First, the court disposed of Franklin's contention that the programs were
uncopyrightable methads of operation by stating that “Apple does not seek to copyright
the method which instructs the computer to perform its operating functions but only the
instructions themselves.”*” The court analyzed more thoroughly, however, Franklin’s
contention that an operating systems program is unprotected idea. In so analyzing, the
court first noted that “many of the courts which have sought to draw the line between
an idea and expression have found difficulty in articulating where [the line] falls.”*4
The court then “quoted approvingly” from the 1926 Second Circuit Case Dymow wv.
Boiton:

Just as a patent affords protection only to the means of reducing an inventive
idea to practice, so the copyright law protects the means of expressing an
idea; and it is as near the whole truth as generalization can usually reach
that, if the same idea can be expressed in a plurality of totally different manners, a
plurality of copyrights may result, and no infringement will exist. 34

Dymow does not offer any guidance as to how 1o separate expression from idea.®® The
Franklin court, however, acted as though it did. The Franklin court found that guidance

m
the injunction will not disserve the public interest. Franklin, 714 F.2d at 1245-46. In a copyright
case in which the defendant contends that it took, if anything, only unprotected ideas (rom the
plaintiff’s work, analysis of the likelihgod of success on the merits will require the court to determine
whether the defendant has taken protected expression or an unprotected idea.

As to review of the district court’s decision on the motion for a preliminary injunction, appellate
coutts often have stated that the decision is within the district court’s discretion. See, e.g., Apple
Computer, inc. v. Formula Int’l, Inc., 725 F.2d 521, 528 (9th Cir. 1984). The appellate court may
reverse the district court if the district court applied an incorrect legal standard or abused its
discretion. /d. at 525.

M3 714 F.2d ar 1249,

34 Franklin, 714 F.2d at 1250-52.

3517 U.S.C. § 102(b) (1982).

36714 F.2d at 1252-53 {citing Baker v. Selden, 101 U.8. 99 (1879)).

M7 1d. at 1251 (emphasis added). The appeals court noted that Franklin had persuaded the
district court that an operating systems program, unlike an applications program, is part of a
machine. /d. Franklin also contended that operating systems may not be copyrighted because they
are “purely utilitarian works.” fd. The court of appeals, citing Nimmer as to the proper interpre-
tation of Baker concerning works with utiliiarian features, refused to accept that argument. Id.
(citing 1 M. NimMER, supra note 5, § 2,18).

M8 714 F.2d at 1253 (citing as an example Nichols v. Universal Pictures Corp., 45 F.2d 119,
121 (2d Cir. 1930)). The court also noted that the line between idea and expression must be a
“pragmatic one,” one that keeps in consideration copyright law's balance between preserving com-
petition and protecting authors’ works. fd.

M2 Id. (quoting Dymow v. Bolton, 11 F.2d 690, 691 (2d Cir. 1926} (emphasis added in Franklin)).

3% In Dymow, the appeals court, reversing the trial court, held that the defendant's play did not
infringe the plaintiff’s play by copying a “mere subsection of a plo..” 11 F.2d at 692. Each play
presented “an ambitious girl of at least potential charm; who is willing to have her ambition served
by an ingenious young man, in financial straits.” /d.
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in the Dymow language by turning the Dymow statement around. From Dymow’s stalement
— if the same idea may be expressed in many ways, each expression may qualify for
copyright — the Franklin court reasoned that if an idea is capable of various modes of
expression, any particular mode must be entirely expression.®®' Applying that principle
to the Franklin facts, the court reasoned that if other programs could be written to
perform the sume function as Apple’s operating systems programs, then the plaindff’s
programs necessarily were expression of the idea, not the idea itseli.*?

If the Franklin court’s holding was that Apple's programs are not, in their entirety,
unprotected iceas, the court was correct. If, however, the court’s ruling was that the
programs are, in their entirety, protected expression, the court was incorrect. Any
program contains both unprotected ideas and protected expression. In the discussion
that {ollows the Franklin court's ruling that the operating programs are not unprotected
ideas, the court appears to have equated unprotected idea with program function. In
remanding the case, the Franklin appellate court stated that the idea underlying one of
Apple’s operating systems programs was “how to translate source code into object
code."?s* If the unprotected idea is limited to the program’s function, as Franklin indi-
cated, however, it logically follows that everything contained in the program itself — all
lower levels of abstraction beyond function — must be protected expression.

The Frarklin court’s analysis failed to recognize that a program, like a book, contains
both expression and unprotected ideas. The literary analogy to the court’s reasoning
would be o say that Gone With The Wind is, in its entirety, protected expression —
meaning that every element of the work, including historical setting, geographical setting,
and plot outline, as well as character development, literary style, and prose, is protected
expression. The Franklin defendant, whose goal was Apple-compatibility, viewed the
unprotected idea as creating an operating systems program for Franklin computers that
would run applications programs designed for the Apple Il computer. There were,
according to the defendant Franklin, only a limited number of ways of achieving com-

381 Franklin, 714 F.2d at 1253,

352 Id_

383 Id, What the court is describing in its example is a compiler, interpreter, or assembler, See
supra notes 116-20 and accompanying text. The court remanded the case to the district court for
factual Andings concerning Apple’s program but the parties settled.

In E.F. Johnsen Co. v. Uniden Corp., discussed supra in Part IV, the defendant wanted its logic
trunked mobile radios to be “compatible” with the plaintiff’s mobile radios, meaning that the
defendant’s radios could receive signals from and transmit signals to mobile radios made by the
plaintiff. "The heart of the plaintiff’s system was computer software, 623 F. Supp. 1485, 1487 (D.
Minn. 1985). Uniden argued that in order to muke its mobile radios compatible with the plaintiff’s,
it was necessary [or the defendant to “conform its sofiware program lo certain aspects of the
plaintiff’s mobile radio software.” Id. aL 1501, Uniden further contended that it had to duplicate
data tables and certain subroutines in the plaimiff”s program in order to achieve that end. Id.
According 1o Uniden, the very nature of the ideu of achieving the desired system compatibility
limits the number of ways the idea may be expressed, making any attempted copyright of the
merged expression void ab initio. Id. The Uniden court responded with the Franklin court’s approach
to the identification of idea and expression. The court asked whether other programs could be
written or created that perform the same function as the copyrighted program. I they could, the
court reasoned, then the program copied is protected expression. /d. at 1502, Although the Franklin
court viewed "the function™ as the program's purpose, the Uniden court viewed “the function” as
the defendant’s comnputibility objective. See id, "I'he Uniden defendant’s contention failed factually,
however, because the verbatim duplication wis not necessary to achieve systems compatibility. Id.
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patibility.®* This argument is known as the “merger” or “idea/expression unity” defense.
Briefly, the “merger” principle provides that if a particular idea may only be expressed
in a very limited number of ways, then giving the copyright holder’s expression of that
idea copyright protection, in effect, gives that copyright owner a forbidden monopoly
over the underlying idea itself.’* The Franklin appellate court summarily dismissed this
argument, stating the Franklin’s goal of compatibility was a “commercial and competitive
objective which does not enter into the somewhat metaphysical issue of whether partic-
ular ideas and expressions have merged.”* If the court had accepted Franklin's con-
ception of the idea as the compatibility goal, Franklin might have been successful in
convincing the court that the merger doctrine gave Franklin the right to copy Apple’s
programs.’®” The characterization of the idea here determines the outcome.®*® Accord-
ingly, the Franklin court’s view of the unprotecied idea in terms of program function
doomed the defendant’s merger argument.3s?

The Franklin appellate court’s conclusion that the trial court had erred in denying
the plaintiff a preliminary injunction was correct.3® If a program contains any expression
at all, then one who copies “the whole thing” must copy not only unprotected idea, but
also the protected expression.®' The court’s characterization of unprotected idea as

334 714 F.2d at 1253.

*** Herbert Rosenthal Jewelry Corp. v. Kalpakian, 446 F.2d 738, 742 (9th Cir. 1971). See supra
notes 82-89 and accompanying text for a discussion of merger.

The Franklin court appears to confuse merger with idea identification, stating, in response to
the defendant’s contention that the plaintiff's programs were unprotected ideas, that its inquiry is
whether other programs can be written t6 perform the same function as Apple's. 714 F.2d at 1253,
That s the merger quesuon, as the court notes, but it's not a proper question for drawing the line
between idea and expression. :

56 714 F.2d at 1253,

*7 It was unelear, at the time of the litigation, whether compatibility was dependent on using
an exact clone of Apple's operating systems programs. See Conley and Bryan, supra note 36 at
587-91; Grogan and Kump, supra note 127, at 115-16.

*# Nimmer and Krauthaus contend that the separation of expression from idea in copyright
cases is merely a mask for. the court’s policy decision as to the degree of protection to be given the
first author and the degree of freedom to be allowed later authors. Nimmer & Krauthaus, supra
note 36, at 31-32.

39 In the factually similar case, Apple Computer, lnc v. Formula Int Inc., the district court
granted Apple a preliminary injunction. 562 F. Supp. 775, 786 (C.D. Cal. 1983). The defendant
appealed, and the Ninth Circuit concluded that it could not hold that the trial court had erred in
ruling that Apple had shown a likelihood of success on the merits. 725 F.2d 521, 523 (9th Cir.
1984),

The defendant in Formula contended, inter alia, that a program is protected under the Copyright
Act only if the program embodies expression that is communicated to the user when the program
is run, 725 F.2d at 523-24. Operating system programs do not interact with the computer user;
they manage the computer. See supra notes 127-33 and accompanying text. The appellate court
concluded that the 1980 revision of the Copyright Act did not distinguish between programs that
interact with the user and those that manage the computer itself. 725 F.2d at 525.

350 714 F.2d at 1254,

3! In theory, the defendant who takes * “the whole thing” could still escape a finding of infringe-
ment il (1} there are a limited number of ways of expressing the underlying idea; or (2) the
plaintiff’s program was not original, but was copied from some other programs. Ses E.F. Johnson
Co. v. Uniden Corp., 623 F. Supp. 1485,- 1499 (D. Minn. 1985).

For other cases in which the defendant copied the plaintiff’s entire coded program, see M.
Kramer Mfg. Co. v. Andrews, 783 F.2d 421 (4th Cir. 1986) and Midway Mfg. Co. v. Strohon, 564
F. Supp. 741 (N.D. 11L. 1983). In Strokon, a videogame case, the plaintiff alleged that the defendant’s
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program function is, however, a mistake. If the unprotected idea in the plaintiff’s
program is limited to the overall program function, the plaintiff receives a monopoly
over any ideas used within the program. A court’s failure to recognize that any program
contains many ideas will deprive later program developers of their rightful use of the
ideas used in the original program.

Whelan, echoing Franklin's application of the idea/expression dichotomy to software,
deemed a program’s unprotected ideas to be the program’s purpose or function plus
everything in the program that is necessary 1o that purpose.?? In one sense, everything
in a program is necessary to the overall program purpose, because everything works
toward the overall purpose. The Whelan court’s meaning of “necessary,” however, is
more limited than that. In the court’s view, “[wlhere there are various means of achieving
the desired [overall program] purpose, then the particular means chosen is not necessary
to the purpose; hence, there is expression, not idea."3% The Whelan court, applying its
new rule, queried whether the defendants, in copying file structures, screen outputs,
and five subroutines, copied unprotected ideas or protected expression. The court stated
that “the purpose of [the plaintiff’s program] was to aid in the business operations of a
dental laboratory.”#% Accordingly, the court analyzed whether anything in the program’s
structure was necessary to that purpose. Because there were other dental lab operation
programs on the market with different structures, the court reasoned that the structure
of the plaintiff’s program could not be necessary to the purpose.®® The court distin-
guished Synercom by noting that in Synercom, the program’s idea and expression could
not be identified separately.®® Thus, by limiting the plaintiff’s program’s unprotected

game violated the plaindff’s program code copyright by copying significant portions of four ROMs
containing the instructions that directed the sequence of play. /4. at 752. The plaintiff established
that 89% of the 16,000 bytes ol the plaintiff’s program was identically reproduced in the defendant's
ROMSs. /d. The court rejected the defendant's contention that it should, in judging substantial
similarity, consider not just the similarity in the instruction ROMs but the plaintiff’s and defendant’s
full programs. /d. at 753 {stating that it would “surely be an infringement to copy one chapter of a
novel"). Accordingly, the Strofon court granted the preliminary injunction. /d. at 754.

The defendant in Fubco Data Prods. Corp. v. Management Assistance Inc., 219 U.S.P.Q,
(BNA} 450 (D. Idaho 1983), had developed a program for removing the governors that restricted
the plaintifi"s operating systems program to below-peak levels of operation. The defendant’s
method required copying the plaintiff’s entire object code. The court granted a preliminary in-
Junction.

362 See Whelan, 797 F.2d al 1236.

33 [d, (footnote omitted). The court noted and rejected the arguments against extending
copyright protection beyond protection for code copying. Id. au 1237-38.

The Whelan court viewed its rule as striking the correct balance — rewarding innovation without
giving innovitors “a stranglehold over the development of new computer devices that accomplish
the same end.” Id. at 1237,

The coust indicated that copying of scenes a faire, although expression, is permitted because
the subject matter expressed through a scene a faire can be expressed no other way. Id. at 1236, See
supra notes 90-92 and accompanying text. No case yet has considered whether there are software
structures, sub-routines, or code phrases that parallel scenes a faire in literary work, The courts have
recognized scenes a faire in the videogame contexL. See, ¢.g., Atari, Inc, v, North Am. Philip Consumer
Elec. Corp., 672 F.2d 607, 616 (7th Cir.), cert. denied, 459 U.S. 880 (1982),

64 797 F.2d at 1238. The court noted that its rule might not apply to non-utilitarian works,
the purpose or function of which cannot be stated. 7d.

365 ld'

386 fd. at 1240. The Whelan court disposed of Synercom further by noting that the copyright
statute now specifically extends copyright protection to “compilations” and “derivative works”. Id.
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idea to the program’s purpose, the Whelan court concluded that the program’s structure
was expression rather than idea. %67

The Whelan court’s “rule” is a.blunt instrument. Under this rule, virtually nothing
may lawfully be borrowed from a copyrighted program; the rule limits the unprotected
idea to program function. A]Lhouéh the Whelan formula for the unprotecied idea in-
cludes, in addition to overall program purpose, all that is “necessary” to that purpose,
the court answers the question of whether program content is necessary to the program
purpose by asking whether there are dissimilar programs that fulfill the same broad
purpose. If there are, the plaintiff’s work's unprotected idea is limited to the program
purpose. A completed program necessarily contains many ideas, however, for ideas must
be applied 1o solve the program’s subproblems.*® Some levels of detailed problem-solving
beyond program purpose must be unprotected ideas. The question is at what point
between overall program purpose, the highest level of abstraction, and actual code, the
lowest level of abstraction, should a line be drawn. Accordingly, to say that nothing may
be taken from a program violates copyright law's axiom that copyright does not protect
the ideas used in a work. If everything beyond overali program purpose is protected
expression, copyright holders get more protection than they should. %

The Whelan “rule” for distinguishing idea [rom expression may, of course, be
adjusted. If a lower court wishes to pay lip service to the Whelan rule, yet still reach the
conclusion that a defendant who has duplicated more than the plaintiff’s program’s
overall function has not infringed, the court may either define program purpose or
function more specifically or decide that what the defendant copied was necessary to
achieve the purpose. In a footnote, the Whelan court may have left an opening for such
interpretations, when the court stated that it “[did] not mean to imply that the idea or
purpose behind every utilitarian or functional work [would] be precisely what it accom-

at 1239. The court noted that a “compilation” is defined as “a work formed by the collection and
assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way
that the resulting work as a whole constitutes an original work of authorship . . ." Id. (quoting part
of 17 U.5.C. § 101 (emphasis original to the case but not the statute)}. Further, the court stated that
a “derivative work” is a work “based upon one or more preexisting works, such as ... [an]
abridgement, condensation or any other form in which a work may be recast, transformed, or adapted.”
{d. The Whelan court concluded that Congress “intended sequencing and ordering [of data] to be
protectible in the appropriate circumstances.” Id. at 1240.
*71d. at 1238-39. The Whelan district court had also equated the unprotecied idea with
program function, stating as follows:
{Tlhe mere idea or concept of a computerized program for operating a dental labo-
ratory would not in and of itself be subject to copyright . ... The expression of the
idea ... is the manner in which the program operates, controls and regulates the
computer in receiving, assembling, calculating, retaining, correlating and producing
useful informaton.

1d. (quoting 609 F. Supp. 1307, 1320 (E.D. Pa. 1985)).

%8 See supra Parts 111 B and IV A.

8 The Whelan court should have:realized that a program contains many unprotected ideas,
for the court began its analysis by describing the various steps involved in a program’s creation,
The court noted that program design includes: (1) identifying the problem (in this case, record-
keeping for a dental laboratory); (2} developing an outline or "How chart” breaking the solution
down into a series of smaller units; (3) creating data files to govern the arrangement of data input;
and (4) translating each step in the detailed design into a computer language such as EDL or
BASIC. 797 F.2d &t 1228-30. The court did not, however, use these design concepts in developing
its “rule”. See id. at 1236.
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plishes, and that structure and organization [would} therefore always be part of the
expression of such works.”" The court acknowledged that the idea or purpose under-
lying a utilitarian work could be “to accomplish a certain function in a certain way."¥! In
that situation the structure of the program might be essential 1o that specific task, and
s0 be unprotected ideas.’™

Broderbund Seftware; Inc. v. Unison World, Ine.,”™ decided a few months after Whelan,
may be the first of many cases to follow Whelan’s approach of equating idea and program
function. In Broderbund, Judge Orrick ruled that the separable idea of the plaintiffs’
program “Print Shop” wis 10 use comptters to creale greeting cards, banners, posters,
and signs.”™ Judge Orrick held that, although other software publishers are {ree to
market programs designed to let the user create greeting cards, banners, posters and
signs, their expression of that idea must, to be non-infringing, be made “through a
substantially different structure” than that used by the plaintiffs. 3™ Judge Orrick, com-
paring the plaintff's “Print Shop” with the defendant’s program, concluded that the
defendant’s program “looks like a copy of 'Print Shop', with a few embellishments
scattered about in no pirticular order."» Judge Orrick held that the two programs’
sequences of screens, luyout of screens, and method of user feedback were substantially
similar, and accordingly, ruled that the defendants infringed the plaintift’s copyright.*”

In Broderbund, the plaintff did not claim that the defendant copied the code or cven
the structure of the plaintiff’s program. Instead, the plaintiff contended that “the overall
appearunce, structure, and sequence of the audiovisual displays” of the defendant’s
program infringed the plaintiff's copyright.3” The defendant argued, however, that the

570 id. a1 1238 n.34.

371 ]d‘

372 Id,

978 648 F. Supp. 1127 (N.D. Cal. 1986).

37 Id. at 1133 (noting Whelan’s identification of Dentalab’s idea, efficient organization of a
dental lab).

378 Id,

i, at 1137, The plamtlfh' “Print Shop™ program operated only on Apple cornputers. The
defendant, Unison, specialized in converting other pubhshers software to make it adaptable to
different computers. The plaintifts, desiring an 1BM version of “Print Shop,” began discussing with
the defendant the possibility of having Unison produce an exact reproduction ol the original
program for 1BM computers, One of the defendant’s programmers then was directed to develop
a program as identical to "Print Shop” us possible, {4, at 1130-31. The programmer who created
the program for the plaintiff “very briefly showed the source code” 10 one of the defendant’s
programmers.” Id. Unison also had commercially available copies of the program. fd.

Unison's programmer had made considerable progress towards a reproduction of “Print Shop”
when negotiations between plainti{f and Unison broke down. The defendunt’s president instructed
the programmer to “stop copying ‘Print Shop’ and finish developing an enhanced version of the
greeting card program.” /4. at 1131, By this time, however, the programmer already had finished
the menu screens and ten screens in the “greeting card” and “sign” functions, Id. When Unison
began marketing its program, the plaintift claimed that "the overall appearance, structure, and
sequence of the audiovisual displays” in the defendant's program infringed the plaintiffs’ copyright.
fd. au 1130

77 1d. at 1137,

9% fd, au 1130, Judge Orrick was incorveét when he stated that Whelan “stands for the propo-
sition that copyright protection is not limited 1o the literal aspects of a computer program, but
rather that it extends to the overall structure of a program, including its audio-visual displays.” Id.
at 1133, The first part of that sentence is correct. The second clause, however, is inaccurate, See
Whelan, 797 F.2d a1 1244,
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idea underlying the menu screens, input formats, and screen sequencing was indistin-
guishable from the expression, because any menu-driven program that allows users to
print cards and signs must have a user interface like that of “Print Shop.”s™ The
Broderbund court, following Whelan, identified the overall program’s function — create
greeting cards — as the unprotected idea,® and held that other expressions of the
function were not only possible, they were on the market.® The Broderbund court
apparently viewed the menu screens and sequence of screens as entirely expression, on
the grounds that they are neither the overall program function nor essential 1o that
function.

The Broderbund analysis contrasts sharply with DCA’s analysis of a factually-similar
alleged infringement. In both cases the alleged infringement involved copying user
interface feaures rather than copying code. In Broderbund the court, adopting Whelan's
rule for separating idea from expression, equated overall program f{unciion with unpro-
tected idea.®® In DCA, however, the court “looked inside” the user interface features of
the two programs and characterized individual features as either idea or expression.3®3
Although Broderbund'’s holding of infringement appears correct given the extent of the
defendant’s taking, Broderbund’s idea/expression analysis based on Whelan is worrisome.

V. THE IMpaCT OF THE WHELAN RULE

The separation of a work's ideas from its expression amounts to a judgment about
the degree of freedom to be given to subsequent authors and the degree of protection
to be given to the first author.? The copyright law axiom holds that expression is
protected, ideas are not. Identifying as expression that which the defendant took is, for
practical purposes, a conclusion of infringement. Nearly thirty years ago Judge Learned
Hand stated that “no principle can be stated as to when an imitator has gone beyond
the ‘idea,” and has borrowed [a work's] ‘expression.’ Decisions must therefore inevitably

379 648 F, Supp. at 1132,

380 L. at 1133,

d. w1132, The court quickly disposed of the defendant's merger argument, noting that
evidence at trial indicated that there were other programs that atlowed users 1o do what the plaintiffs
program did — print greeting cards, signs, banners, and posters. The court referred to one such
program, "Sticky Bear Printer,” and determined that though the ideas of “Print Shop™ and “Sticky
Bear Printer” are the same, the expressions of those ideas, the menu screens and sequence of
screens, were different. /d. The presence of a same-function program with a different user intertace
structure was, in Judge Orvick’s view, suflicient to disprove the defendant’s merger contention. fd.

2 fd, at 1133, ‘

33 See 654 F. Supp. 444, 459 (N.D. Ga. 1987).

DCA and Braderbund also diverge on whether a program’s copyright extends to the audiovisual
dispiay. Broderbund held that copyright does extend to audio visual displays. 648 F, Supp. at 1133
{interpreting Whelan: “Whelen thus stands {or the praposition that copyright protection is nor limited
to the literal aspects of a computer program, but rather that it extends to the overall structure of
a program, including its audiovisual displays.”). In contrast, the DCA court held that the program
copyright does not extend to the screen display. 659 F. Supp. at 455. The DCA court opined that
the Broderbund court erred by reading Whelan oo expansively, /d. According 10 DCA, Broderbund's
conclusion on this question rested on “an over expansive and erroneous reading of Whelan.™ 1d.

4 Nimmer and Krauthaus, supra note 36, at 31, Those authors view El“_j!.l(lgl'ﬂﬂllls defining a
work’s ideas and its expression as “inherently unstable.” fd. All aspects ol a work, they say, “entwine
idea and expression.” What constitutes expression and what constitutes an idea for Jrurpose of
infringement reflects a judgment about the work and about whether protection shouid be granted
against a specific subsequent product.” fd. (emphasis in original).
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be ad hoc.”* More recently commentators have criticized the idea/expression dichotomy
as lending itself to results-oriented decisions.*® Concern about results-oriented judicial
decisions is particularly well-founded in software copyright idea/expression cases, for it
is common in these cases for the plaintiff to have gone to great expense to develop and
market its software.® To the extent that a judge is horrified by the “free ride” that a
defendant may get by (aking some aspects of the plaintiff's expensively-developed soft-
ware or by mimicking the software’s popular features, it is easy tor a judge to conclude,
under an ad hoe approach, that what was taken by the defendant was protected expres-
sion,

That the Whelan court desired to create a rule for separating a program’s ideas from
its expression is understandable. The nile stated in Whelan, though, is too blunt an
instrument. The Whelan court’s rule makes everything in a copyrighted program pro-
tected expression. if “purpose” is defined as broadly as it was in Whelan — “aid in the
business operations of a dental lab” — there will always be various means ol achieving
that purpose. One program might aid in the business operations of a dental laboratory
by handling orders; another might aid in the business operations of a dental laboratory
by automating billing; yet another program might achieve that hroadly-stated purpose
through inventory control. None of the internal program content in any one of these
programs is necessary to the overall purpose, for the other two programs are alternate
means of aiding in the business operations ol a dental laboratory. Under Whelan's rule,
then, each entire program — each “particular means chosen” — must be protected
expression rather than unprotecied icdea s

In contrast to Whelan's rule, the principle of merger expands the range of existing
material that may lawlully be used by later authors. Merger permits second and later
authors 1o use a first author’s expression when it is necessary 1o use that expression to
use the underlying idea.¥ Where the first author’s expression is inseparable from the
ideas expressed, that expression may lawfully be used by others, for 1o protect the
expression would give the first author a monopoly on the idea. Whelan twists the merger
principle around: though merger makes unprotectable the expression that is necessary
for use of the underlying idea, Whelan's rule extends protection to all that is not necessary
for a broadly-defined desired purpose. As another writer has noted, “[slomething could
both be unnccessary to achieve that [broadly-stated] purpose and be an idea that the
copyright laws do not (and should not) permit anyone to own.”** While merger prohibits
idea monopolization, the Whelan rule, by making an entire “incans chosen™ protecied
expression, permits idea monopolization.

Whelan's failure to recognize that program function and unprotected ideas are not
synonymous closes off from general use the ideas put to work in a protected program.

s Peter Pan Fabrics, Inc. v. Martin Weiner Corp., 274 F.2d 487, 489 (2d Cir. 1960).

366 See supra notes 102-07 and accompanying text. One court has noted the criticism, but
characterized it as criticism “more of the application of the distinction than of the distinction itsell.”
See Sicl & Marty Krofft Television Prods., Inc. v. McDonald’s Corp., 562 F.2d 1157, 1163 n.6 (9th
Cir. 1977).

31 Sep, e.g., Synercom Tech. Inc. v, University Computing Co., 462 F. Supp. 1003, 1008 (N.D.
Tex, 1978).

9 §e2 Whelan Assocs., Inc. v. Jaslow Dental Laboratory, Inc., 797 F.2d 1222, 1236 (3d Cir,
19863, cert. denied, 107 S. Gu. 877 (1987).

389 Sve Herbert Rosenthal Jewelry Corp. v. Kalpukian, 446 F.2d 738, 742 (Uth Gir. 1971).

590 Stern, MieroLaw: Software Copyright Developmenis, IEEE Micro, 74, 75 (Dec., 1986},
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While the authors of the CONTU report envisioned a world in which “programmers
are free to read copyright programs and use the ideas embodied in them in preparing
their own works,”t the Whelan rule makes any use of a pre-existing program risky. 2
Appropriately, Whelan's rule makes infringing the program prepar'ed from an existing
program by the “clever copier” who uses a text-editor to make trivial changes in an
existing program. That rule also, however, makes infringing any translation of an existing
program, even the translation accomplished with great added effort. Any translation of
4 program embodying “non-necessary” features of the original program is, under Whe-
lan’s rule, a taking of protected expression. The programmer whose earlier works are
copyright-protected by his former employer will not, under the Whelan rule, be able to
write programs similar even in structure and organization to his old programs. User
interface copying i, under Whelan’s rule, infringement if there is another way of doing
whatever was being done in the first progranl:sgf’

Whelar’s rule for separating ideas from expression will, if followed, create a lopsided
intellectual property system that over-protects early developers at the expense of later
developers. Suppose a “Developer 1” makes minor additions to a program that long has
been in common use among programmers. Because only minimal originality is required
for a “fixed" work to qualify for copyright protection, Developer 1's program is
protected. If Developer I's protection extends to all in that program that is not necessary
to the overall program function, it appears that Developer 1 now has a years-long
inteliectual property monopoly on Lhe entire program, including the pat't of the program
he or she took from the public domain. 39

In the software industry, it once was thought that “clean-room” procedures could
be used to ensure that a later program, “Program 2," based on somé use of an earlier
program, “Program 1,” did not infringe Program 1. In a clean-room procedure, two
teams of programmers are set up to handle two separate tasks to create an emulator of

= CONTU Report, stipra note 83, at 40-41.

32 Suppose that Programmer #2, who wishes 1o create a spell-check program, studies an
existing spell-check program (“Program 1) which breaks the user-created dbcument into words,
compares each word with a dictionary, and prints non-matches. Under Whelan, Programmer #2 is
free to create a spell-check program, and he is free (o use anything from Program 1 that is necessary
to the functiéh “check spelling.” Presumably breaking the document into words is necessary for
that function, as is using a dictionary comparison step. Suppose that Program 1 displays the non-
ntatches afier each individual word is entered. The program could, however, display non-inatches
at the document’s end. ls Programmer #2 prohibited froin choosing the “display non-matches”
fouie used in Program |? Program 1's route is not necessaiy (o the overall fuiiction "check spelling”
or cven to the subfunction “display non-matches.” Under Whelan, the display manner used in
Program | appears to be protected expression. ]

% One commentator recently referred to the judicial trend in software copyright cases as “the
new protectionism.” Karjala, supra note 36. The broad proiection that Whelan's rule gives the first
author’s program is contrary to recent recommendations by Karjala and other commentators that
the level of copyright proteétion given 1o programs be liited. See Goldstein, supra note 36; Menell,
Jupra note 36, Nimimer & Krauthaus, supre note 36, .

* E.g., Synercom Tech. v. University Computing Co., 462 F. Supp. 1008, 1009-10 (N.D. Tex.
1978). )

5 A somewhat analagous situation drises with respect to derivative works. According to the
copyright statite’s section on derivative works, the copyright in a derivativé work does not extend
to preexisting material not contributed by the author of the derivative work, 17 U.S.C. § 103(b)
(1982). Perhaps section 103{b)'s principle would be applied to the situation described in the text to
which this footnote is appended.
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an existing program. One team analyzes the existing target software, learns how it works,
and then delivers specifications to the second team. The programmers on the secotd
team then write program code based on those specifications. The second team members
have no access to the original program’s code, and the first team members have no part
in writing the new code. Prior to Whelan, it was thought that the resulting new code of
“Program 2" would embody only the ideas used in the first program.# 1f, though, the
“idea” is limited to overall program function and whatever is necessary to the broadly-
stated function, much of what is passed on to team #2 in specifications is expression.®”’

The clean-room procedure is used not just by those who want to emulate the features
of popular software, but also by those desiring (o achieve compatibility with some popular
computer. The compatible computer must have operating systems software that mimics
the operating systems software used in the chosen model. For example, to make an IBM-
compatible computer a developer must provide a hasic input/output system (B1OS). The
compatible computer's BIOS is the part of the operating system that interfaces between
the user’s applications programs and the hardware, producing the same functional results
as the 1BM BIOS for “interrupt” calls 1o given interrupt numbers. Under Whelan's rule
the interrupt numbers and paramecters would be expression because the numbering
chosen by [BM and the parameters choscn arce not necessary to the overall lunction of
serving as an interface between user programs and hardware.** Additionally, the clone-
maker's cmulator BIOS must have modules and subroutines that mimic the modules
and subroutines in the IBM BIOS. Under Whelan, however, the 1BM BIOS module/
subroutine structure is protected expression rather than unprotected idea so long as
that particular structure is not necessary to the overall “interface with applications
programs” function of the BI1OS. A similarly-structured B1OS, even if prepared through
clean-room procedures, would then be infringing, making it impossible to achieve com-
patibility without infringing a copyright.*

There are two ohvious cures Tor the over-protection that results from the Whelan
error of extending copyright protection beyond code without “louking insicle” the pro-
tected program for unprotected ideas. First, courts could restrict software copyright
protection to literal code duplication. The second cure for Whelan's mistake is to extend
copyright protection for software beyond literal code, as Whelan did, but to use the
Hand-Nimmer “levels of abstractions” test to determine, on a case-by-case basis, at what

96 Siern, supra note 390, at 76=77; see Davis, supra note 127; Reback & Siegel, supra note 134
{applying “clean room” concept 1o goal of develeping an IBM-PC compatible computer).

37 "I go buck to the “spell-check” example used in Part [T B, if tcam 2 is told to develop a
spell-check program that displays non-matches after each word is entered, the route used in
Program 1, then expression is borrowed because there is an aliernative — the non-matches could
be displayed at the end of the decument entry.

38 Reback & Hayes, supra note 204, at 6, Reback and Hayes give other examples of Whelan's
long reach.

#9 There are four possible solutions to the compatibility foreclosure problen. First, cours
could make operating systems software non-copyrightable. See Menell, supra note 36; ¢f. Goldstcin,
supra note 36, at 1126-30 (suggesting that fair use and “copyright misuse” doctrines may provide
a solution to this problem). Second, courts could trear organizaion copying done for compatibility
purposes as non-nfringing fair use. A third solution might be to requive that copyright holders
grant licenses to those who must mimic operating systems programs for compatibility purposcs,
Finaily, if program “purpose” is the unprotected idea. define the purpose of these programs in
terms of compatibility, '
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level of abstraction between overall program function and actual code protection should
begin. Other commentators already have suggested that because sofiware is created
under top-down program design pr:im:iplc:s,“'D the Hand-Nimmer abstractions test is
particularly appropriate for software.#"! Uniden also suggests that approach. 402

In"applying the abstractions test to software, the code is the lowest level of abstrac-
tion; the overall program function — “check spelling,” or “assist in the efficient operation
of a dental laboratory” — is the highest level of abstraction. For a spell-check program
the second highest level of abstraction would appear to be the subfunctions picked for
that program — “divide user document into words,” “check words in dictionary,” and
“display non-matches.” The modules and subroutines are more abstract than the code
but less abstract than the overall function. The modules may be dictated by the overall
function and thus ideas, or they may be expression. The same is true of subroutines. At
this level the functionally-suggested modular structure should be open for use by all as
should common or “libraried” subroutines, just as in litevature, under the scenes a faire
doctrine, stock or standard characters may be used by later writers. 403 A functionally-
required modular or subroutine structure would be unprotected either as an idea or
under the merger doctrine.*® Perhaps the Plains appellate court was suggesting such an
approach for that case. The court, affirming the lower court’s denial of a preliminary
injunction, stated that while it saw similarities between plaintiff’s and defendant’s works,
the record supported an inference that market factors were significant in determining
the sequence and organization of cotton marketing software.*® The court declined to
hold that those patterns could not be ideas in a computer context.4%

Drawing the line between a program’s idea and its expression is, as critics of the
idea/expression analysis have said, ultimately a policy judgment on the scope of protec-
tion.*” The idea/expression line drawing is meant to be used to balance the right of the
copyright holder with the rights of other creators.*® The level-of-abstractions analysis is
the most principled manner of balancing these interests,

Section 102(b) of the Copyright Act not only makes the ideas in a copyrighted work
unprotected, it also makes processes and methods unprotected. The Whelan court did
not consider that protection of program structure could violate section 102(b)’s prohib-
ition against protecting processes or methods.*® If the unprotected idea is limited to the
overall program function, as in Whelan, the copyright holder receives a monopoly on

400 See supra Part 111 B.

0t See supra notes 203-04 and accompanying text.

2 See E.F. Johnson Co. v. Uniden Carp., 623 F. Supp. £485, 1501 n.17 (D). Minn, 1985), See
supra Part IV B for a discussion of Uniden. '

% See supra notes 90-92 and accompanying text.

%4 See supra notes 82—89 and accompanying text.

105 807 F.2d at 1262.

6 1df,

07 See supra notes 102-07 and accotnpanying text.

408 See Chafee, supra note 56, at 511-14.

@ In Whelan the Third Circuit adopted functional, “process-like” language to describe expres-
sion, approvingly quoting the trial court’s definition of expression as “the manner in which the
program operates, controls and regulates the computer in receiving, assembling, calculating, re-
taining, correlating, and producing useful information either on a sereen, print-out or by audio
cotnmunication,” 797 F.2d at 1239,



Scptember 1988] COPYRIGHTED SOFTWARE 855

the process or method, Use of the Hand-Nimmer levels of abstractions test on a casc-
by-case basis would allow courts o leave “the process” unprotected, '

Applying an abstractions test to a program is more ditficult than applying the Whelan
rule — the court must *look inside” the program o apply the abstractions test. Courts
cannot apply the abstractions test to software withow help from experts. f the plaintft’s
program is written in one programming language and the defendant’s in another, use
of an expert is necessary to show to what extent the defendant’s work tracks the plaintift’s
work. ‘The software copyright cases have recognized the necessity of using experts.i!!

VI. Conclusion

Now thut it is clear that copyright prolects computer programs, courts will be called
upon to decide what, in a given program, is protected expression and what is unprotected
idea. The separation ol a program’s expression from its ideas should be done on a case-
by-case basis. Protection should not be resiricted to protection against literal code du-
phication ar code paraphrasing, for it is casy to make a program look different from one
that was copied. Beyond that, because coding is the last step in developing a program,

1o Cf. Karam, supra note 36, at 30-33 (slightly different approach o the use of section 102(h)’s
prohibition on process protection in software infringement cases).

11 See Whelan, 797 F.2d a1 1233; SAS Inst., Inc. v. $ & H Computer 8ys,, Inc,, 605 F. Supp.
816, 818 (M.D. Tenn. 1485).

Generally the courts have stated that the [Elctual question of substantial similarity in copyright
cases should be answered by applying an “ordinary observer's” reaction 1o the two works. 3 M.
NimMER, sufpra note 5, § 13.03|E]. According to the “lay observer” or “audience reaction” test, an
“ordinary person” should be uble to deteet the defendant's literary piracy without any suggestion
or critical analysis by others, fd. Some courts have interpreted this statement as prohibiting the use
of expert testimony in the factnal determination of substantial similarity, Nimmer criticizes this
approach, stating that there are numerous instances where the "ordinary observer” cannot detect
appropriation. /4. § 13.03[E}, at 13-52. Nimmer argues that there is no reason to disallow suggesting
and pointing out similarity if the suggestion will help the trier of fiuct see that the plaintiff's work
formed the basis for defendant’s work, fd.

Modifications of the “ordinary observer” test have been developed by the federal Courts of
Appeal for the Second Circuit and Ninth Circuit, where many of the major copyright cases are
filed. In Arnstein v, Porter, a music copying case, the Second Circuit biturcated the question ol
substantial similarity into two sub-questions. On the first question, whether the delendant copied
from plainuiff’s work, both protectible and non-protectible (i.e., idea-level) clements of the works
are comparced; expert analysis and dissection are permitted. Once copying has been established,
the question of whether the delendant’s appropriation is unlawful must then be decided according
1o the “ordinary observer” test. 154 F.2d 464, 468-69 (2d Cir. 1946).

Over thirty years later, the Ninth Circuit developed its own application ol Arnstein’s bifurcation,
See Sidd & Marty Krofft Television Prods., Ine. v. McDonald’s Corp., 562 F.2d 1157, 1164 (9th Cir,
1977}, The Krofft court recognized that similarity of expression, not just ideas, must be present for
a copyright infringement to exist. As a starting point, however, the court must determine whether
the plaintfl"s and defendant's works have even idea-level similarities. That determination, called
“extrinsic” in Krofft, may be based on specific eriteria and with the help ol analytic dissection and
expert testimony. Id. If the works have idea-level similarities, the question of whether there is
substantial similarity between the two works at the level of protected expression (the “intrinsic”
question) must be made on an ad hoc basis by the trier of fact using the responses of an ordinary
reasonable person, Id. The “extrinsic” determination may be made as a maner of law on a motion
for summary judgment. See Frybarger v. International Business Mach. Corp., 812 F.2d 525, 528
(9th Cir. 1987).
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a program’s expression begins somewhere between the overall program function and
the code.

If “expression” is something more than code — if a copyright holder is protected
from non-literal use of his work — any program is likely to contain many unprotected
ideds. Courts can, by using the traditional *level of abstraction” approach, draw the line
between what is free for use by others and what is protected.



